THIES OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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STAAB, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s final
rejection of newly presented clains 21-26 in this broadening
rei ssue application based on appellants’ U S. Patent
5,413,383. Clainms 1-20, which correspond to the clains of the

original patent, have been allowed. No other clains are
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currently pending. W reverse and enter a new ground of

rejection pursuant to 37 CFR § 1.196(b).

Appel lants' invention pertains to “a nultipurpose | abel
or business form and nore particularly to a tuck | abel
adapted to be adhered to a substrate such as an envel ope or
package” (specification, page 1, lines 5-8). Newy presented
i ndependent claim?21 is representative of the appeal ed subject
matter and reads as follows:!?

21. A nultipurpose tuck label/formin conbination with an
article conprising:

an article, and

a tuck |label/form secured to a surface of said article,
said tuck label/formconprising a |abel ply having a top edge
and a bottom edge and first and second sides, said |abel ply
including a first panel, a second panel, and a pair of side
panels, said first and second panels being connected along a
transverse perforated fold line., along which fold line said
second side of said first panel is folded to be in contact
with said second side of said second panel, said second pane
extending froma top edge of said second panel at said
transverse perforated fold line to a bottom edge of said
second panel at said bottom edge of said |label ply and being
connected to respective side panels along generally vertical
lines of perforation extending substantially fromsaid

II'n accordance with 37 CFR 1.121(b)(2)(i)(C, claim?2l1 is
presented in underlined formto indicate that it is a claim
not found in the patent.



Appeal No. 1999-2063
Application No. 08/744, 432

transverse perforated fold line between said first and second
panels to said bottom edge of said second panel at said bottom
edge of said label ply, said side panels including an adhesive
on the respective second sides thereof securing said |abel to
said article.

The references relied upon by the exam ner in support of

rejections under 35 U.S.C. §8 103 are:

Roger s 202, 874 Apr. 23, 1878
Ehret et al. (Ehret) 4,927,179 May. 22, 1990
Webendorfer et al. (Wbendorfer) 5,031,939 Jul . 16,
1991

O Brien 5,071, 167 Dec. 10, 1991

Clains 21-26 stand rejected under 35 U . S.C. § 103 as
bei ng unpatentable over O Brien in view of Rogers.

Clainms 21-26 stand further rejected under 35 U.S.C. § 103
as bei ng unpatentabl e over Ehret and Webendorfer in view of
O Brien and Rogers.

The exam ner considers that O Brien, Ehret and
Webendorfer each disclose a tuck | abel/formgenerally as
claimed, including a first panel (card 14 of O Brien, flap
14, 16, 30 of Ehret, price tag sheet 50 of Webendorfer), and a

second panel (shipping labels 12, 12, and 42 of O Bri en,
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Ehret, and Webendorfer, respectively) connected together along
a transverse perforated fold line. The exam ner further
considers that O Brien, Ehret and Webendorfer each include
adhesi ve backed side panels (adhesive portions 24, 28 of

O Brien's U-shaped adhesive area, |leg elenents of Ehert’'s U-
shaped adhesive area 26, opposed portions of Webendorfer’s
unnunber ed U-shaped adhesi ve area boundi ng shi pping | abel 42)
connected to respective sides of the second panels al ong
vertical lines of perforation.? The exam ner concedes that
none of the primary references discloses vertical |ines of
perforation between the second panel and the side panels that
extend all the way to the bottom edge of the second panel, as
called for in each of the independent clains on appeal.
However, the exam ner cites Rogers for a teaching of this

feature. |In particular, the exam ner considers that Rogers

’2ln that appellants do not dispute the examner’s inplicit
finding to the effect that Ehert’s adhesive area 26 is
connected to the second panel by a U-shaped |ine of
perforation, we will accept the examner’s finding in this
respect at face value. W note for conpl eteness sake,
however, that the U-shaped dotted |ine 60 seen in Ehret’s
Figure 5 nmerely indicates where the top portion of the rel ease

liner 16 of the first panel 14 will overlie the adhesive 26
when the first panel is folded under the second panel. See
colum 4, lines 15-22.
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shows a structure that is simlar to that of the prinmary
references in that the letter sheet envel ope of Rogers has at

| east two panels A and B, and side panels a!, b! and a? b?
connected to the panels along generally vertical |ines of
perforations that extend all the way to the bottom edge of the
| etter sheet envel ope. Based on these reference teachings,

t he exam ner concl udes that

[t] herefore, it would have been obvious to one of

ordinary skill in the art at the tine of the

invention to nodify the vertical perforations of

O Brien [Ehret and Webendorfer] to extend to the

bottom edge of the |abel ply as shown in Rogers to

ensure straight tearing. [Answer, page 3.]

The flaws in the exam ner’s rejections begin with the
basi ¢ combi nation of Rogers with any of the primary references
(O Brien, Ehret and/or Wbendorfer). Rogers relates to a
| etter sheet envel ope wherein the various panels and |ines of
perforation are for the purpose of creating a letter sheet
t hat can be folded and sealed to create a mailing envel ope.

As such, the adhesive portions of the side panels of Rogers
engage each other to close off the sides of the fol ded panels.
In contrast, both appellants’ invention and each of the cited
primary references are directed to a tuck | abel/form wherein

t he various panels and lines of perforation are for the

5
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pur pose of creating a label that is folded and then secured to
an article such as a carton. Accordingly, the adhesively
backed side panels of O Brien, Ehret and Webendorfer are
utilized to secure the tuck label/formto the article. G ven
the disparate way in which the side panels of the envel ope of
Rogers are utilized as conpared to the side panels of the tuck
| abel /forms of O Brien, Ehret and Webendorfer, there is no
suggestion in either Rogers or any of O Brien, Ehret and
Webendorfer, or need in view of the divergent objectives of

t hese references, for their comnbi nation

The exam ner’s rationale that the proposed nodification
of O Brien, Ehret and Webendorfer would have been obvious “to
ensure straight tearing” (answer, page 3) of the second panel
fromthe side panels is noted. The exam ner’s “reuse”
argunent on pages 5 and 6 of the answer is also noted.
Assunmi ng for the sake of argunment that the proposed
nodi fication of the primary references would result in
straighter tearing of the second panel fromthe side panels
and/or facilitate reuse of the article to which the tuck

| abel /formis adhered, nothing in O Brien, Ehret and/or

6
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Webendorfer indicates that straight tearing or reuse of the
article are of any particular concern in any of the primry
references. The examner’s inplication that the proposed

nodi ficati on woul d have been obvi ous because of the structural
simlarities between Rogers and the primary references also is
not well taken. From our perspective, the many
rationalizations offered in support of the rejections on
appeal denonstrate that the exam ner has inpermssibly

enpl oyed appellants’ clains as a tenplate to sel ectively piece
toget her isolated disclosures in the prior art in an effort to

construct a facsimle of appellants’ clained invention.

I n any event, even if the references were combined in the
manner proposed by the exam ner, it is questionable whether
the resulting structure would neet the linmtations in the
i ndependent clainms on appeal. Each of appellants’ independent
claims calls for a second panel that extends fromthe
transverse fold line to the bottom edge of the label ply. In
O Brien, Ehret and Webendorfer, the second panels do not
extend to the bottom of the | abel because of the presence of
the bight portion of the U shaped adhesive area. Likew se,

7
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the presence of sealing flap a® prevents the panel A of Rogers
fromextending to the bottom of the letter sheet envel ope.
Since the references do not individually teach a second panel
extending froma perforated fold line to the bottom of the
| abel or letter sheet, it is not seen how this clainmed feature
woul d have been obvious from a consideration of their conbined
t eachi ngs.

For these reasons, we will not sustain the standing 8 103
rej ections of the appeal ed cl ai ns.

Pursuant to our authority under 37 CFR 8 1.196(b), we

enter the foll owing new ground of rejection.

Clainms 21-26 are rejected under 35 U.S.C. § 112, first
par agraph, as being based on a specification that does not
provi de descriptive support for the invention as now cl ai med.

The test for determ ning conpliance with the witten
description requirenent found in the first paragraph of 35
Uus. C 8§ 112,

is whether the disclosure of the application as

originally filed reasonably conveys to the artisan

that the inventor had possession at that time of the

| ater claimed subject matter, rather than the
presence or absence of literal support in the

8
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specification for the claimlanguage. The content

of the drawi ngs may al so be considered in

deternining conpliance with the witten description

requi rement.
In re Kaslow, 707 F.2d 1366, 1375, 217 USPQ 1089, 1096 (Fed.
Cir. 1983) (citations omtted).

A first enmbodi ment of the nmultipurpose tuck | abel of the
present invention (see Figure 1) conprises a |abel ply that
i ncludes an upper panel 16, a center panel 18, a | ower panel
20, and a pair of side panels 22, 24, with the upper and
center panels being connected along a transverse perforated
fold line 26. Colum 2, lines 7-11. In use, the upper panel
is folded along fold line 26 so as to |lie beneath the center
panel. Figures 3, 4 and 5 illustrate other “versions” of the
Figure 1 enbodi ment (colum 4, lines 17-25), with each version
of the first enbodi nent having an upper panel, a center panel,
and a | ower panel. Patent clainms 1-7 are drawn to this first
enbodi mrent in that they are expressly linmted to a
mul ti purpose tuck | abel/formincluding an upper panel, a

center panel, a |lower panel, and a pair of side panels. Thus,

the specification as a whole consistently indicates that the
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first enmbodi ment includes an upper panel, a center panel, and
a | ower panel.

A second enbodi nent of the nultipurpose tuck | abel of the
present invention (see Figure 6) conprises a |abel ply that
i ncludes an upper panel 160, a center panel 180 havi ng an
upper portion 190 and a | ower portion 195 connected along a
transverse perforated fold line 270, a | ower panel 200, and a
pair of side panels 220, 240. Colum 2, line 66 through
colum 3, line 6. In use, the upper panel and the upper
portion of the center panel are folded along fold |line 270 so
as to lie beneath the | ower panel and the | ower portion of the
center panel, respectively. Figures 8 and 9 illustrate other
“versions” of the Figure 6 enmbodi ment (colum 4, lines 31-36),
with each version of the second enbodi nent having an upper
panel, a center panel having upper and | ower portions, a |ower
panel, and a pair of side panels. Patent clains 8-20 are
drawn to this second enbodiment in that they are expressly
limted to a nultipurpose tuck |abel/formincluding an upper
panel, a center panel having upper and | ower portions
connected along a transverse |line of perforations, a |ower
panel, and a pair of side panels. Thus, the specification as

10
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a whol e consistently indicates that the second enbodi nent
i ncludes an upper panel, a center panel having upper and | ower
portions, and a | ower panel.

Clainms 21-26 are newy presented in this reissue
application and are drawn to a nultipurpose tuck | abel/form
conprising a | abel ply having a top edge and a bottom edge,
said label ply including a first panel and a second panel
connected along a transverse perforated fold line, and a pair
of side panels. The second panel is further defined in
i ndependent claim 21 as “extending froma top edge of said
second panel at said transverse perforated fold line to a
bottom edge of said second panel at said bottom edge of said
| abel ply.”® Thus, it is clear that claim21l, as well as
simlarly worded cl ains 22-26, preclude the existence of a
third or | ower panel adjacent the | ower edge of the second

panel .4

3 ndependent clainms 24, 25 and 26 contain simlar
[imtations.

4This, of course, is precisely what appellants intend.

See paragraph 4 of the reissue declaration, wherein it is
stated that the newly presented clains recite

inter alia, a label ply or a | abel including two

11
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Appel | ants’ expl anati on of where descriptive support for
newly presented clainms 21-26 can be found in the original
patent disclosure is found in paragraph 8 of the reissue
decl aration, which reads as foll ows:

8. The subject matter defined in new clains 21-
23051 is the sane general invention as that disclosed
as being the invention in the original patent.
Specifically, the specification of the ‘383 patent
illustrates the optional nature of the third or
| ower panel. For exanple, the “Sunmary of the
I nvention” points out that the [ ower and side panels
are used to adhere the form | abel to a substrate but
subsequently points out that the side panels al one
woul d be sufficient to secure the form|abel to the
substrate (see colum 2, lines 21-25, and colum 3,
lines 65-68, “adhesive carried on the side and/or
| ower panels.”).

The passage at columm 2, |ines 21-25 of the specification
reads as foll ows:
The | ower and side panels include an adhesive on the
respective second sides thereof which are used to

adhere the fornflabel to a substrate after it has
been peeled away fromthe liner ply.

panels, i.e., a first and a second panel, as opposed
to three panels, i.e., an upper panel, a center
panel, and a | ower panel.

SWhen t he present reissue application was filed, clains
21-23 were the only newy presented cl ai ns.

12
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The passage at column 3, |ines 65-68 of the specification

reads as foll ows:

In use, the label is peeled away fromthe liner ply

and the adhesive carried on the side and/or |ower

panels is used to secure it to a surface of a

package or envel ope.

We do not think the artisan would have gl eaned fromthese
passages that the third or | ower panel of appellants’ first
enbodi ment is optional. This is particularly so when these
passages are read within the context of the specification in
its entirety, which, as indicated above, consistently
indicates that the third or | ower panel of the first
enbodi ment is an integral conmponent of the first enmbodi nment of
the form | abel.® Concerning the term “and/or” found at col um
3, line 66, of the patent specification, we think the artisan
sinply woul d have understood fromthis term nol ogy that the
adhesi ve found on the back of the | ower panel and the adhesive

found on the back of the side panels are each in and of

t hensel ves sufficient to secure the |abel to the package or

6Appel | ants do not contend, and it is not apparent to us,
that the newy presented clainms can be read on the second
enbodi ment of the form | abel.

13
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envel ope. However, it does not necessarily and inevitably
follow fromthis that the third or | ower panel is optional and
may be elim nated, as appellants would have us believe. In
this regard, the term*“and/or” at colum 3, line 66, of the
specification may just as readily be interpreted by the
artisan as nmeaning that the placenment of adhesive on the | ower
panel is optional.

In short, we do not believe the disclosure of the
application as originally filed (i.e., the patent disclosure)
reasonably conveys to the artisan that appellants had
possession at that time of the subject matter set forth in
claim 21-26.

In summary, the standing rejections of clains 21-26 under
35 U.S.C. §8 103 are reversed, and a new rejection of clains
21-26 pursuant to 37 CFR 8§ 1.196(b) has been entered.

The decision of the exam ner is reversed.

Thi s decision contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b)(anended effective Dec. 1, 1997, by fina
rule notice, 62 Fed. Reg. 53,131, 53,197 (COct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark Office 63, 122 (Oct. 21, 1997)).

37 CFR

14



Appeal No. 1999-2063
Application No. 08/744, 432

8§ 1.196(b) provides that "[a] new ground of rejection shal
not be considered final for purposes of judicial review"
37 CFR § 1.196(b) also provides that the appellants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exercise

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR
8§ 1.197(c)) as to the rejected clains:
(1) Submt an appropriate amendnent of the
claims so rejected or a showing of facts relating to
the clains so rejected, or both, and have the nmatter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.
(2) Request that the application be reheard

under 37 CFR § 1.197(b) by the Board of Patent
Appeal s and Interferences upon the sane record.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
1.136(a).

REVERSED;, 37 CFR 8§ 1.196(Db)

15
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NEAL E. ABRAMS )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
LAWRENCE J. STAAB ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
JENNI FER BAHR )
Adm ni strative Patent Judge )
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