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DECI S| ON ON APPEAL

This is a decision on an appeal fromthe examner’'s fina
rejection of clainms 7 through 18 and 25 through 29. The only
other clains still pending in the application have been
wi t hdrawn from consi deration as being directed to a non-

el ected i nvention.
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Appel lants’ invention relates to a nethod of making
cushi oni ng products which are used in shipping containers to
protect shipped articles. According to claim7, the only
I ndependent cl ai mon appeal, the nethod conprises the steps of
usi ng a cushi oni ng conversi on machine to convert a sheet-Iike
stock material into the cushioning products, nonitoring the
operational status of the machine, generating signals in
accordance with the operational status, storing the generated
signals and retrieving the stored signals for diagnostic

pur poses.

A copy of the appeal ed cl ains, except for claim18, is
appended to appellants’ brief. A copy of claim18 is found in

t he exam ner’s answer.

The following reference is relied upon by the exam ner as
evi dence of obvi ousness in support of his rejection under

35 U S.C § 103:

Ti eden et al. 4,017,831 Apr. 12, 1977
(Ti eden)
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The exam ner additionally relies on the admtted prior
art (hereinafter APA) described on pages 1-6 of appellants’

speci ficati on.

Appeal ed clains 7 through 18 and 25 through 29 stand
rejected under 35 U.S.C. § 103 as bei ng unpatentabl e over the
APA in view of Tieden. The exam ner concludes in substance
that the teachings of Tieden would have nmade it obvious to
store the signals generated by the programred controller
descri bed on page 5 of appellants’ specification and to |ater
retrieve the stored signals for the reasons di scussed on pages
7, 8 and 10 of the answer. Reference is nmade to the

exam ner’s answer for further details of the rejection.

Wth regard to the APA, appellants concede that the prior
art controllers nonitor the operational status of the
conversion machi nes for various events, including jamm ng of
the machi ne (see page 15 of the main brief). Appellants
neverthel ess naintain that the prior art nonitoring step is
not perforned for the purpose of storing the generated

signals. Appellants thus argue that the APA | acks a teaching
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of the steps of storing the generated signals and,

consequently, retrieving the stored signals.

Wth regard to the Tieden patent, appellants’ main
argunment is that this reference “does not show or suggest the
use of any diagnostic system (which stores infornmation for
|ater retrieval) in a cushioning conversion nachine” (main

brief, page 15).

We have carefully considered appellants’ argunents
supporting patentability of clains 7 through 11 and 25 t hrough
29 over the conbi ned teachings of the APA and Ti eden.

However, we are not persuaded that the rejection of these

clainms is inproper.

Al though Tieden’s illustrated enbodi nent relates to so-
called nunerically controll ed machi nes (see, for exanple,
colum 1, lines 6-11), appellants do not expressly contend
that this reference constitutes non-anal ogous art. In any
case, appellants’ invention and Tieden’s invention relate to

the sane basic problem |In appellants’ case, the problem
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arises fromthe failure of the APA to store information
pertaining to certain events such as jans in the machi ne.

Thus, absent an oral or witten report by the operator of the
machi ne, that information is not available to service
personnel in a subsequent service session as discussed on page
15 of the main brief. The Tieden patent |ikew se is concerned
with the lack of a systemfor

recordi ng or otherwi se storing information pertaining to the
operation of a machine such that absent a witten or ora
comruni cation by the operator of the nmachine, the infornmation
is not available to service personnel in a subsequent service
session. See, for exanple, colum 1, |lines 20-30 and lines
55-57 of the Tieden specification. Thus, the Tieden reference
I's reasonably pertinent to the particular problemwth which
appel l ants were involved, to satisfy the second part of the

test for analogous art in In re day, 966 F.2d 656, 658, 23

USPQ2d 1058, 1060 (Fed. Cir. 1992).

Appealed claim7 is not limted to any particul ar
operational status of the conversion nmachine. Thus, the

nonitoring step recited in this claimis broad enough to cover
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the on-off status of the machine (i.e., whether the nachine is
turned on or off). The on-off status is understood to be
inplicitly nonitored by the controllers of the APA. In any
case, appellants concede on page 15 of the nain brief and then
again on page 3 of the reply brief that “when a prior art

cushi oni ng conversion nmachi ne determ ned that a cutting jam
was occurring, this information was used to alert the operator
and/ or de-energize the cutting notor.” Thus, with particul ar
regard to

dependent clains 9 through 11, the APA is conceded to nonitor
janms, which are understood to anpbunt to a relatively conmon

oper ati onal error.

Based on the foregoing analysis, the APA | acks an express
di scl osure of the storage and retrieval steps recited in claim
7. Tieden, however, teaches the art to provide an operator
nodul e 37 for transmtting signals pertaining to the
operational status of an operator-attended nachine to a
computer 45 (al so described as a CPU in colum 6, line 45 and
el sewhere) at a renote control room The transmtted signals

may include a variety of conditions (see colum 3, |ines 52-
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54, and colum 4, lines 21-32), including the signals

i ndi cating whether the machine is in an operating or non-
operating condition (see colum 4, line 24) or is sinply
deactivated (see colum 3, line 54). The conputer
interrogates and thus nonitors the transnmtted signals (see
colum 4, lines 13-16 and al so colum 2, lines 6-8, which
expressly refers to nonitoring control systenms). The conputer
i ncl udes a storage system (see colum 4, line 30) for storing
the transmtted signals so that they may be retrieved “to
produce reports and/or store report information” (columm 4,
lines 30-31). The signal information may also be stored in a

buffer (which is a

signal storage device) for displaying signal information as

described in colum 9, |lines 35-44. The storage system nay
even be equi pped with a punch tape (see colum 4, |ine 30)
whi ch stores signals and a tape reader (colum 9, |ine 26)

whi ch functions to retrieve the stored signal information.
The signal information nay al so be transmtted to a
mai nt enance room for use by service personnel (see colum 8,

i nes 28-32).
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Based on the forgoing analysis of Tieden, this reference
teaches a systemin which signals pertaining to the
operational status of a machine are generated and are
transmtted to a signal-nonitoring conputer for storage and
subsequent retrieval to avoid need for the operator to nake
oral or witten reports (see colum 1, lines 53-57) in order
to preserve information useful for operating and servicing the
machi ne. Appel |l ants even concede that Tieden teaches “certain
di fferent ways of inproving a diagnostic system . . .” (main
brief, page 15). That teaching coupled with the other
t eachi ngs di scussed supra woul d have been anple notivation for
one of ordinary skill in the art to equip the conversion
machi ne of the APA with a system corresponding to Tieden' s

i nproved di agnostic system

Needl ess to say, a prima facie case of obvi ousness does

not require Tieden to suggest such an inproved diagnhostic
system expressly for a cushioning conversion machi ne as
appel l ants seemto argue on page 15 of the main brief.

I nstead, to warrant a concl usion of obviousness, it is

sufficient, as in the case at bar, that the conbi ned teachings
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of the applied references woul d have suggested the subject
matter of clainms 7 through 11 and 25 through 29 to one of
ordinary skill in the art under the test set forthinlnre
Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981).

Wth particular regard to clains 9 through 11, one of

ordinary skill in the art would have appreciated the
desirability of storing signals pertaining to janms because
janms are recognized in the APAto be relatively common to
require the machine to be nonitored for jans. |In this regard,

skill in the art is presuned, not the converse. |In re Sovish,

769 F.2d 738, 742, 226 USPQ 771, 774 (Fed. Gr. 1985).

For the foregoing reasons, we will sustain the § 103
rejection of clainms 7 through 11 and 25 through 29, it being
not ed that dependent clainms 25 through 29 have not been argued

separately of claim7. See Inre N elson, 816 F. 2d 1567,

1572, 2

UsPQ2d 1525, 1528 (Fed. Cir. 1987) and In re Burckel, 592 F.2d

1175, 1178-79, 201 USPQ 67, 70 (CCPA 1979).
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However, we will not sustain the 8 103 rejection of
clainms 12 through 18. The exam ner has nmade no show ng of an
obj ective teaching in the prior art or know edge in the prior
art that would have led the skilled artisan to store signals

pertaining to the nunber of cuts (claim12) and other features

defined in clainms 13 through 18. See In re Fine, 837 F.2d

1071, 1074, 5 USPQd 1596, 1598 (Fed. G r. 1988).

The exam ner’s decision rejecting the appealed clains is
affirmed with respect to clains 7 through 11 and 25 through

29, but is reversed with respect to clains 12 through 18.

10
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