TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ARNO ROHRI NGER
and MANFRED ROVBOLD

Appeal No. 99-2124
Appl i cation 08/ 844, 830!

Bef ore MElI STER, ABRAMS, and BAHR, Adm ni strative Patent
Judges.

ABRAMVS, Admini strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting clains 1-4, which constitute all of the

clainms of record in the application.

! Application for patent filed April 22, 1997.
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The appellants’ invention is directed to a steering
reaction force control arrangenent for a power steering
system The cl ains on appeal have been reproduced in an

appendi x to the Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Adams et al . 2 044 697 Oct. 22, 1980
(UK * 697)
Adams (UK ‘ 000) 2 199 000 Jun. 29, 1988

THE REJECTI ONS

Clainms 1, 3 and 4 stand rejected under 35 U . S.C. § 103 as
bei ng unpat ent abl e over UK * 000. ?

Claim?2 stands rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over UK ‘000 in view of UK *697.

Rat her than attenpt to reiterate the exam ner’s ful

comentary with regard to the above-noted rejection and the

2 W note that there is no proper antecedent for “said
gui de sleeve” in lines 19-20 of claiml1l. It would appear that
this should read --said sleeve structure--. 1In any event,
this should be corrected.
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conflicting viewoints advanced by the exam ner and the
appel lants with regard thereto, we nmake reference to the fina
rejection (Paper No. 7) and to the Appellants’ Brief (Paper

No. 9).

CPI NI ON

The test for obviousness is what the conbi ned teachi ngs
of the prior art would have suggested to one of ordinary skill
inthe art. See, for exanple, In re Keller, 642 F.2d 413,
425, 208 USPQ 871, 881 (CCPA 1981). In establishing a prina
faci e case of obviousness, it is incunbent upon the exam ner
to provide a reason why one of ordinary skill in the art would
have been led to nodify a prior art reference or to conbi ne
reference teachings to arrive at the clainmed invention. See
Ex parte O app, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985).
To this end, the requisite notivation nust stemfrom sone
teachi ng, suggestion or inference in the prior art as a whol e
or fromthe know edge generally avail able to one of ordinary
skill in the art and not fromthe appellant's disclosure.

See, for exanple, Uniroyal, Inc. v. Rudkin-Wley Corp., 837
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F.2d 1044, 1052, 5 UsSPQ2d 1434, 1439 (Fed. GCr.), cert.
deni ed, 488 U.S. 825 (1988).

The appellants’ invention is directed to a steering
reaction force control arrangenment for a hydraulic servo valve
of a power steering system During the assenbly of such
devices, it is necessary to provide a nechanismfor allow ng
rotational adjustnment of a control sleeve and an adj acent
sl eeve structure with respect to one another so they are in
proper relationship prior to fixedly attaching them together.
In furtherance of this, independent claim1l1 requires, inter
alia, a control sleeve and a sleeve structure, each

havi ng cooperating conically shaped adj acent end

portions, one being provided with an outer cone

structure and the other with an inner cone structure

by which they are engaged with one another in an

angul ar position .
In operation, the inner and outer cone structures are |oosely
pl aced together so that at |east one can be rotated until it
is in the proper relationship with the other, whereafter they
are pressed together to establish a tight fit that precludes
relative rotation

The exam ner has rejected this claimas being

unpat ent abl e over UK ‘000, which also is directed to a
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steering reaction control arrangenment and which al so focuses
on solving the sanme problem The reference discloses a system
wherein a right annular collar (17) is attached to the end of
the control sleeve (16) by nmeans of a pin (19) and slot (20)
connection, and this collar fits inside a right annul ar recess
(18) on the adjacent end of the carrier sleeve (10a). The
control sleeve and the collar therefore can be rotated
together with respect to the recess in the carrier sleeve.
When proper alignnent is achieved, the collar “is |ocked to
the carrier sleeve 10a by any conveni ent neans such as
wel di ng, bondi ng, peening or pinning so that the sleeve 16 and
carrier 10 will then rotate in unison” (page 9, lines 21-24).
UK ‘000 clearly does not disclose or teach the cl ai ned
i nner and outer cone structures which permt relative rotation
until alignnment is achieved and then can be pressed together
to |l ock the conmponents in place. Even though this was pointed
out by the appellants in the remarks acconpanying the first
amendnent (Paper No. 6) and in the Brief, the exam ner has not
expl ained why this feature woul d have been obvious in view of

UK ‘000, and we are unable to determ ne this on our own. | t
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therefore is uncontroverted on the record that this structure
is not present in UK ‘000.

Wth regard to the issue of press fitting, we first point
out that the mere fact that the prior art structure could be
nodi fi ed does not make such a nodification obvious unless the
prior art suggests the desirability of doing so. See In re

Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. G r

1984). We fail to perceive any teaching, suggestion or

i ncentive which would have | ed one of ordinary skill in the
art to replace the systemdisclosed in UK ‘000 with a press
fit locking system even accepting, arguendo, the exam ner’s
conclusion that press-fitting is an equivalent neans to

bondi ng, welding or pinning. This is for two reasons. First,
the problem of alignnent and subsequent attachnment of the two
sl eeve conmponents al ready has been solved in UK ‘000, and the
exam ner has advanced no reason why the proposed change woul d
be advant ageous. Second, such a nodification would
necessitate a whol esal e reconstruction of the UK ‘000

adj ust ment and | ocki ng system which would have been a

di sincentive to one of ordinary skill in the art to do so.
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For the reasons set forth above, it is our conclusion
that the teachings of UK ‘000 fail to establish a prim facie
case of obviousness with regard to the subject matter of
I ndependent claim1l1, and we therefore will not sustain the
rejection. Since clains 3 and 4 depend fromclaiml, it
follows that the rejection of those clains cannot be
sust ai ned.

The teachings of UK ‘697, which was added by the exam ner
in the rejection of claim2, fail to alleviate the
deficiencies pointed out above with regard to claim1. W
thus will not sustain the rejection of claim?2.

Nei t her rejection is sustained.

The decision of the exam ner is reversed.

REVERSED

Janes M Mei ster )
Adm ni strative Patent Judge )
)
)
)
Neal E. Abrans ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
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| NTERFERENCES

Jenni fer D. Bahr
Adm ni strative Patent Judge

)
)
)
)
)
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Kl aus J. Bach
4407 Twi n Oaks Lane
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