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This is a decision on appeal under 35 U.S.C. § 134 from
the final rejection of clains 1-11.

W& reverse.
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BACKGROUND

The disclosed invention relates to a nethod, system
and program code neans for recovering a conputer system
after catastrophic damage to a | ocal | oadsource direct
access storage device (DASD).

Claim1l is reproduced bel ow.

1. A nmethod for recovering a conmputer systemfrom a
| oadsource direct access storage device |located at a
renote | ocation after catastrophic danmage to a | oca
| oadsource direct access storage device, said nethod
conprising the steps of:

repl aci ng said damaged | ocal | oadsource direct
access storage device with a replacenent | ocal
| oadsource direct access storage device;

setting an indicator on said replacenent |ocal
| oadsource direct access storage device such that
sai d repl acenent |ocal |oadsource direct access
st orage device cannot be utilized for initial
program | oad;

copying contents from said | oadsource direct
access storage device |located at a renpte | ocation
to said | ocal | oadsource direct access storage
devi ce;

resetting said indicator on said repl acenent
| ocal | oadsource direct access storage device such
that said replacenent |ocal |oadsource direct
access storage device can be utilized for initial
program | oad; and

performng an initial programload on said
conput er system from said replacenment | oca
| oadsource direct access storage device.
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THE PRI OR ART

The Exam ner relies on Appellants' admtted prior art
(APA) at Fig. 2 and page 1, line 20 to page 2, line 25, and

on following prior art:

Platteter et al. (Platteter) 5,083, 264 January 21,

1992
Shinjo et al. (Shinjo) 5,269, 022 Decenber 7

1993
Payne et al. (Payne) 5,519, 869 May 21

1996
Larson et al. (Larson) 5,548, 712 August 20,

1996
Jones et al. (Jones) 5,657, 439 August 12,

1997
(filed Novenber 3,

1995)
Yanai et al. (Yanai ' 3472 5,544, 347 August 6,

1996
Yanai et al. (Yanai '792) 5,742,792 April 21,

1998
(filed May 28,

1996)

2 Al though not part of the official statenment of the
rejection, the Exam ner relies on Yanai '347 because it is
i ncorporated by reference in Yanai, U S. Patent 5,742,792,
which is part of the rejection. This is not good practice.
The rejection nmust contain a nmention of references applied in
the rejection. See In re Hoch, 428 F.2d 1341, 1342 n. 3,
166 USPQ 406, 407 n.3 (CCPA 1970); Ex parte Mvva,
31 USPQ2d 1027, 1028 n.1 (Bd. Pat. App. & Int. 1993). Accord
Ex parte Hi yam zu, 10 USPQ2d 1393, 1394 (Bd. Pat. App. & Int.
1988); In re Raske, 28 USPQR2d 1304, 1304-05 (Bd. Pat. App. &
Int. 1993); MPEP 8§ 706.02(j) (7th ed., rev. 1, Feb. 2000).
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Shinjo, the main reference, is directed to a nethod and
apparatus for quickly booting a conputer system after an
initial boot process. The normal node of Shinjo has a
"quick start node" in which a high speed boot can be
execut ed using the backup data, and a "saving node" in which
the main nenory data stored in the main nenory 12 i s saved
in the backup nenory 13 as backup data inmediately after a
normal boot (col. 2, lines 57-62). A backup flag 15 is set
to indicate the quick start node and is reset to indicate
t he saving node (col. 2, lines 62-67). Wen Shinjo is
started in the normal node and the backup flag is reset, a
saving node is selected (the "NO' path fromstep S2 in
Fig. 2). A conventional boot process is executed conprising
executing the operating system (OS) initialization process
(step S4) and the application initialization process
(step S5) by the initialization program (Fig. 2, col. 3,
lines 16-23); main nmenory data is copied into backup
menory 13 and the backup flag 15 is set (step S8); and then
a systemreboot is executed. Since the backup flag has been
set, the boot process is started in the quick start node

through steps S2 and S3 (to the "YES" path in FIG 2) after
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the reboot (col. 3, lines 35-37). 1In step S6 the backup
data stored in the backup nmenory 13 is restored into the
main nmenory 12. Since the conputer systemis restored to
the state imedi ately after the boot process and the running
environnment is set, the boot process can be conpl eted

W t hout executing the OS initialization process of step S3
or the application initialization process of step $4

(col. 3, lines 39-45).
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THE REJECTI ONS

Clains 1, 5, 7, and 8 stand rejected under 35 U S. C
§ 103(a) as being unpatentable over the APA in view of
Shinjo further in view of Yanai.

Claims 2 and 9 stand rejected under 35 U.S.C. § 103(a)
as being unpatentable over the APA Shinjo, and Yanai,
further in view of Larson.

Clains 3 and 10 stand rejected under 35 U.S.C. § 103(a)
as bei ng unpatentabl e over the APA, Shinjo, and Yanai,
further in view of Platteter.

Clainms 4 and 11 stand rejected under 35 U.S.C. § 103(a)
as bei ng unpatentable over the APA Shinjo, and Yanai,
further in view of Jones.

Claim6 stands rejected under 35 U.S.C. § 103(a) as
bei ng unpatent abl e over the APA, Shinjo, and Yanai, further
in view of Payne.

W refer to the final rejection (Paper No. 5) (pages
referred to as "FR__") and the exam ner's answer (Paper
No. 10) (pages referred to as "EA ") for a statenent of the

Exam ner's position, and to the brief (Paper No. 9) (pages
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referred to as "Br__") for a statenent of Appellants

argunent s thereagai nst.
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OPI NI ON

Appel lants group the clains as follows (Br6):

(1) clainms 1-3, 5, and 7-10 stand or fall together with
claim1; (2) clains 4 and 11 stand or fall together with
claim4; and (3) claim6 stands or falls separately. It
turns out that it is only necessary to address i ndependent
claim1.

The Exam ner finds (FR2):

[ The APA] teaches a nethod and systemfor recovering a

conputer systemfrom a | oadsource DASD | ocated at a

renmote | ocation after failure of a | ocal |oadsource

DASD allowing the renote DASD to be utilize [sic] for

| PL processings, instead of the failed |local DASD s | PL

data. (Figure 2, and page 1 line 20 to page 2 line 25

and page 7 line 28 to page 8 line 22).

Appel l ants' Figure 2 shows renmote IPL (initial program
load), i.e., IPL froma mrrored | oadsource DASD at the
renmote site (specification: p. 1, lines 20-28; p. 2,
lines 20-25; p. 7, line 28 to p. 8, line 22). However, the
clainmed invention is directed to an indirect |ocal |IPL
met hod, i.e., communication with the renote | oadsource DASD
to copy its contents to a |ocal | oadsource DASD fol |l owed by

| PL fromthe | ocal |oadsource DASD. The prior art |ocal

(non-renote) IPL nmethod involves physically transporting the
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| oadsource DASD fromthe renpte site to the local site for
attachnment to the replacenent conputer system
(specification: p. 2, lines 1-18). Thus, the rejection
starts with renote IPL, which is a different kind of nethod
than the local IPL nethod of claim1.

The Exam ner finds that "the applicant's admtted prior
art does not teach the use of indicators representing
whet her the | ocal DASD can be used, nor the specifics of
copying the data fromthe renote | ocation to the | ocal DASD'
(EA4) .

At best, the APAinplies the first step of "replacing
sai d damaged | ocal | oadsource direct access storage device
with a replacenent | ocal |oadsource direct access storage
device." None of the other steps of setting, copying,
resetting, and performng an I PL are taught or suggested by
t he APA.

The Exam ner finds (FR2-3):

Shinjo teaches a system and nethod for recovering
froma failure associated with a local (rmain) storage
device by allowing a mrrored backup storage device to
be utilized. The systemallows the data in the backup
device to be copied into the | ocal storage device, when
the | ocal device is not to be used, based on an
i ndi cator stored in the backup nenory device which

i ndi cates whether or not the data in the local or main
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menmory will not be available (or used), via the data in
t he backup device will have to be copied to the main
menory for subsequent use by the conputer system
(Abstract and colum 1 lines 31-64 and colum 2 |ines
25-68 and colum 3 line 7 to colum 4 |ine 57).

As per the use of indicators, as described
previously, Shinjo shows the use of indicators which
reflect when the systemis to performthe copying
functions fromthe backup devices to the nain device,
thus in a sense, preventing the nmain device's data from
bei ng used.

Appel l ants argue (Br5): "[T]he indicator as recited in
Claim1 is utilized to prevent the | ocal |oadsource DASD
fromperformng an initial programload instead of
"preventing the main device's data from bei ng used' as
asserted by the Exam ner on page 3, first [sic, second]
paragraph of the Final Ofice Action. Hence, the Exam ner
has i nproperly nodified the |anguage of Claiml1l to nake the
rejection.”

The Exam ner responds that Shinjo shows a flag for
preventing use of a specific device (EAL6).

Setting the flag in Shinjo prevents the nmain nenory

(corresponding to a | ocal DASD?) from being used for |IPL and

3 A "direct access storage device (DASD)" is defined as
"[a] device in which access tine is effectively independent of
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Appel | ants have not argued ot herwi se. The Exam ner's
description of Shinjo's flag as "preventing the main
device's data from bei ng used" (FR3) would have been nore
conplete if he added "for initial programload,"” but is not
viewed as error.

Appel l ants argue (Br6): "Because Shinjo teaches that
ininitial programload can be performed when the backup
flag is set, the backup flag in Shinjo does not teach or
suggest the indicator recited in Claim1."

The Exam ner responds that "the fact that Shinjo's
system can perform I PL when its indicator is set does not
preclude the use of an indicator to prevent a nmenory
device's use, as suggested by Yanai" (EAL7).

We do not understand Appellant's argunment or the
Exam ner's response. \Wen the backup flag 15 is set in
Shinjo, no IPL is perfornmed using the main nenory 12;
instead, the data fromthe backup nmenory 13 is copied to the

main nmenory 12 (step S6). Thus, setting the flag does

the location of the data.” [BMUDictionary of Conputing
(10th ed., McGawHi Il, Inc. 1993). Although DASDs are
usual Iy thought of as hard disks and the like, the nmenory in
Shinjo neets the general definition of a DASD
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prevent the main nenory 12 functioning for IPL, i.e., "such
that said . . . local |oadsource direct access storage
devi ce cannot be utilized for initial programload," as
claimed. An IPL is perfornmed using the main nenory 12 when
the backup flag is reset (the "NO' option fromstep S2). |If
Appel l ants' point was intended to be that the functions
during set and reset are reversed in Shinjo, even if that
were true, the states are arbitrary and coul d be reversed.
Appel l ants do not provide any other argunents as to
claim1l. Although we do not find Appellants' argunents
regardi ng Shinjo persuasive of error, we nonethel ess
conclude fromour own analysis that the rejection fails to

establish a prima facie case of obvi ousness.

We accept the Exam ner's conclusion that it would have
been obvious to one of ordinary skill in the conputer art to
utilize the quick start boot nethod in Shinjo as a disaster
recovery nethod. One of ordinary skill would have
recogni zed that the nenory failure requiring booting in
Shinjo coul d enconpass a catastrophic failure requiring
repl acenent of the main menory. Wiile the definition of

DASD i s broad enough to include main nmenory 12, there is
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some question in our mnds whether the main nmenory 12 in
Shinjo can be considered a "local |oadsource direct access
storage device." A "local |oadsource DASD[] contains system
code utilized to performinitial programload (IPL) of the
conput er systent (specification, p. 2, lines 21-22). Min
menory 12 in Shinjo only stores the results of an I PL (the
boot process of steps S4 and S5) using prograns and data
fromthe disk unit 16; it is not a source of progranms used
to performan IPL. Thus, it would seemthat disk unit 16
best corresponds to a | oadsource DASD. Since this issue is
not argued, we assunme nmain nenory 12 is the | ocal |oadsource
DASD and backup nmenory 13 is the renpote | oadsource DASD

We start by considering Shinjo at the point where the
savi ng node has already occurred, i.e., there has been a
normal boot (steps S4 and S5), the contents of main
menory 12 have been copied (mrrored) to backup nenory 13
and the backup flag 15 has been set (step S8), and the
system has been rebooted. Now we assune there has been a
failure in the main nenory, such as a power |oss or
cat astrophi c damage, that requires a system boot (the sane

thing as an I1PL). W assune, because it has not been
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argued, that it would have been obvious to replace the nmain
menmory 12 in the event of a failure and to |ocate the
flag 15 or 25 in the replacenent main nmenory. The flag 15
in Shinjo, when set, prevents the main nmenory 12 from being
used for an IPL; the main nmenory 12 is only used for IPL
(the booting process) when the flag is reset. The system
starts up in the quick start node because flag 15 is set,
and the contents of the backup nenory 13 (the renote
| oadsource DASD) are copied into main nenory 12 (the | ocal
| oadsource DASD). There is no step of resetting the flag
(indicator) such that the main nenory 12 (the | ocal
| oadsource DASD) can be utilized for IPL, nor is there a
step of performing an IPL after copying | there is no need
for an | PL because the state immediately after the systemis
booted is restored by the copy process. The Exam ner admts
t hat Shinjo does not show resetting the indicators (FR4),
but says not hing about performing an IPL after resetting the
i ndi cat or and copyi ng.

Having arrived at this point in the analysis, we fail
to understand how t he Exam ner proposes to nodify Shinjo to

arrive at the clainmed invention. There is no step in Shinjo
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of resetting the flag (indicator) after the copying step
such that the main nenory 12 (the | ocal | oadsource DASD) can
be utilized for IPL. The flag remains set until the backup
data is lost (e.g., when the power is turned off, col. 4,
lines 37-43) or changed (when a mai nt enance node is
performed, step S3). Furthernore, there is no step of
perform ng an | PL after copying the contents from backup
menory 13 to main nenory 12. There is no need for an | PL
because the state i mMmedi ately after the systemis booted
(i.e., after an initial IPL) is restored by the copy
process. |If Shinjo were nodified so as to reset the flag
after copying and to performan |IPL using main nenory 12,
this woul d destroy the purpose of Shinjo which is to avoid
performng an IPL. Thus, there are major changes and

i nconsi stencies to be resolved in nmodifying Shinjo into the
clainmed nethod. W have reviewed in detail the Exam ner's
rational e regardi ng Yanai '347 and Yanai ' 792, but do not
find any appreciation of these differences or any answers
thereto. Accordingly, we conclude that the Exam ner has

failed to establish a prima facie case of obvi ousness. The

rejections of clains 1-11 are reversed.
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REVERSED
LEE E. BARRETT )
Adm ni strative Pat ent Judge )

BOARD OF

PATENT

APPEALS
AND

JOSEPH F. RUGG ERO )
)
) | NTERFERENCES
)
)
)

Adm ni strative Patent Judge

JOSEPH L. DI XON )
Adm ni strative Patent Judge )
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