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Before JERRY SM TH, RUGE ERO, and DELMENDO, Adnini strative
Pat ent Judges.

RUGE ERO, Adni ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on the appeal fromthe final rejection
of claims 2-5 and 8-11. dCains 1, 6, and 7 have been
canceled. An anendnent filed May 7, 1997 after final

rejection was approved for entry by the Exam ner.
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The clained invention relates to a nagneti c head
structure in which the head face is provided with a first
corrosion insensitive material |ayer and a second | ayer of
wear-resistant material which is nore insensitive to corrosion
than the first material layer. According to page 2 of
Appel l ants’ specification, the second |ayer, which includes a
contact face for cooperation with a record carrier, protects
t he magnetic head from abrasi ve and corrosive wear.

Claim1l is illustrative of the invention and reads as
foll ows:?

11. A magnetic head having a head face and conprising a head
structure provided with a transduci ng gap, said transducing
gap termnating in said head face, different materials being
present in different areas of the head face, characterized in
that the head face is provided at the transducing gap and at
both sides thereof with a first layer of a material which is
nore sensitive to corrosion than said naterials of the head
face, and the first layer is provided, at the transducing gap
and at both sides thereof, with a second | ayer of a wear-
resistant material that is nore insensitive to corrosion than

the material of the first |ayer.

The Exam ner relies on the followng prior art:

! Contrary to the Examiner’s indication at page 3 of the Answer, the
copy of claim1l presented in the Appendix to Appellants’ Brief filed Cctober
14, 1997 (paper No. 29) is correct since it reflects the changes added by the
amendnment filed May 7, 1997 (Paper No. 25) after final rejection, which was
entered by the Exami ner.
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Varl anov et al. (Varlanov) SU622151 Aug. 30, 1978
(Publ i shed Russi an Patent Application)
Qoji et al. (Ooji) 56- 19517 Feb. 24, 1981

(Publ i shed Japanese Patent Application)?

J. R Mrrison et al. (Mrrison), “Magnetic Transducer Head”,
| BM Technical Disclosure Bulletin, Vol. 7, No. 4, 333,

( Sept ember 1964).

G W Brock et al. (Brock), “War Resistant Coating”, |BM

Technical Disclosure Bulletin, Vol. 11, No. 10, 1199, (March
1969) .

Clains 2-5 and 8-11 stand finally rejected under
35 U.S.C. 8 103. As evidence of obviousness, the Exam ner
offers
Qoji (JP *517) in view of Varlanmov (SU *151) with respect to
claims 2-4 and 8-11, and adds Mrrison (I1BM 333) and Brock

(IBM 1199) to the basic conmbination with respect to claim5s.?3

2 Copies of translations provided by the U S. Patent and Tradenark
O fice, relied upon in this decision, are enclosed.

3 Since both the Examiner and Appellants refer to the applied prior art
by reference nunber rather than inventor’s name, we will do so also to
mai ntai n consi st ency.
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Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is made to the Briefs* and Answer for the
respective details.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the Exam ner and the
evi dence of obviousness relied upon by the Exam ner as support
for the rejection. W have, |likew se, reviewed and taken into
consideration, in reaching our decision, Appellants’ argunents
set forth in the Briefs along with the Examner’s rationale in
support of the rejection and argunents in rebuttal set forth
in the Exam ner’s Answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary
skill in the art the obviousness of the invention as set forth
inclainms 2-5 and 8-11. Accordingly, we reverse.

In rejecting clains under 35 U.S.C. 8§ 103, it is

4 The Appeal Brief was filed Cctober 14, 1997 (Paper No. 29). In
response to the Examiner’s Answer dated Decenber 24, 1997 (Paper No. 30), a
Reply Brief was filed February 27, 1998 (Paper No. 31) which was acknow edged
and entered by the Exam ner without further commrent as indicated in the
conmuni cati on dated Decenber 10, 1998 (Paper No. 35).

4
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i ncunbent upon the Exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837
F.2d 1071, 1073, 5 USPQd 1596, 1598 (Fed. Cir. 1988). 1In so
doi ng, the Exami ner is expected to nmake the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U S.

1

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to

nodi fy the prior art or to conbine prior art references to
arrive

at the clainmed invention. Such reason nust stemfrom sone

t eachi ng, suggestion or inplication in the prior art as a
whol e

or know edge generally available to one having ordinary skill
in

the art. Uniroval Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USP2d 1434, 1438 (Fed. Cr.), cert. denied, 488 U.S.

825
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(1988); Ashland G1l, Inc. v. Delta Resins & Refractories

| nc. ,

776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Gr. 1985), cert.

denied, 475 U. S. 1017 (1986); ACS Hosp. Sys., lnc. V.

Mont efi ore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These showi ngs by the Exam ner are an essenti al
part

of conplying with the burden of presenting a prima facie case

of

obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445, 24

usPQd
1443, 1444 (Fed. Cir. 1992).

Wth respect to independent claim 11, the Exam ner, as

t he
basis for the obviousness rejection, proposes to nodify the
magneti ¢ head structure disclosure of JP *517. As recognized
by the Exam ner, JP ‘517, while disclosing first and second
| ayers of protective material, does not extend the protective
| ayers over the head transducing gap. To address this
deficiency, the Exam ner turns to SU ‘151 which describes a
single layer protective covering which includes coverage over

6
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the head gap. According to the Exam ner, the skilled artisan
woul d have been notivated and found it obvious to extend the
coverage of the protective layers of JP ‘517 into the head gap
as taught by SU 151 “... in order to inprove wear-resistant
characteristics of the magnetic head.” (Answer, page 5).

In response, Appellants assert (Brief, pages 7-9) a |l ack
of suggestion or notivation in the references for conbining or

nodi fyi ng teachings to establish a prim facie case of

obvi ousness. After careful review of the applied prior art
references, we are in agreenent with Appellants’ stated
position in the Brief. The nere fact that the prior art may
be nodified in the manner suggested by the Exam ner does not
make the nodification obvious unless the prior art suggested

the desirability of the nodification. [In re Fritch, 972 F.2d

1260,
1266, 23 USPQ2d 1780, 1783-84 (Fed. Cir. 1992).

The JP ‘517 reference approaches the problem of providing
wear protection for a magnetic head by utilizing a first
relatively thin (100-1000 Angstrons) netal oxi de adhesive
| ayer over which is provided a relatively thick (10-20
m crons) abrasion-resistant |ayer conprising carbides or

7
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nitrides. As indicated at page 3 of the English translation
of JP *517, the increasing thickness of the abrasion-resistant
| ayer toward the sides of the head structure, coupled with the
fact that the gap is not clogged with the abrasion resistant
mat eri al, provides wear protection and inproved performance
wi t hout damagi ng the recording nmedium The SU * 151 reference,
on the other hand, rather than providing a relatively thick
two | ayer of wear-resistant material, attacks the wear
protection problem by providing a single |layer of coverage
mat eri al (predom nately al um num oxi de) and extending it into
the transducing gap. |In our view, these structural teachings
are so opposite in approach that any notivation to conbi ne
them nust have resulted froman inproper attenpt to
reconstruct Appellant’s invention in hindsight. In our
opi ni on, any suggestion to extend the two | ayer wear resistant
protective layers of JP ‘517 into the transducing gap as
recited in the appealed clains could only come from
Appel I ants’ di scl osure and not fromthe teachings of the
appl i ed references.

We have al so reviewed the I BM 333 and | BM 1199 references
applied by the Exam ner to address the specific recitation in

8
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dependent claim5 of chrom um and chrom um oxi de as the first
and second protective layers. W find nothing in these
ref erences, however, which would overcone the innate

deficiencies of JP ‘517 and SU ‘ 151 di scussed supra.

Accordingly, since we are of the opinion that the prior
art applied by the Exam ner does not support the obvi ousness
rejection, we do not sustain the rejection of independent
claim11l, nor of clains 2-5 and 8-10 dependent thereon.
Therefore, the Exam ner’s decision rejecting clains 2-5 and 8-
11 under 35 U.S.C. 8 103 is reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT

JOSEPH F. RUGE ERO APPEALS
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AND
| NTERFERENCES

Adm ni strative Patent Judge

ROMULO H. DELMENDO
Adm ni strative Patent Judge
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COORPORATE PATENT COUNSEL
U S PH LI PS CORPORATI ON
PATENT DEPARTMENT

580 WHI TE PLAINS RD
TARRYTOMN NY 10591
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