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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from
the examner’s final rejection of clains 1 and 57-99.
Subsequent to the final rejection, appellant
concurrently submtted a term nal disclainmer and an anmendnent
(Paper Nos. 14 and 15, respectively, filed Novenber 19, 1998).
In an advisory action (Paper No. 16, nailed Decenber 4, 1998)
that foll owed, the examner indicated that the rejection of

claims 1 and 57-99 under the judicially created doctrine of
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obvi ousness-type doubl e patenting has been w thdrawn, that the
amendnent acconpanying the term nal disclainmer wuld be
entered for purposes of appeal, and that clains 58, 59, 66,

69, 70, 77, 80, 82, 83, and 92 have been

al l oned. Accordingly, clains, 1, 57, 60-65, 67, 68, 71-76,
78, 79, 81, 84-91, and 93-99 remain before us for decision on

appeal .

BACKGROUND

Appellant's invention relates to nedia velocity detection
for a capstanless tape transport system An understandi ng of
the invention can be derived froma reading of exenplary claim
1, which is reproduced as foll ows:

1. A nethod of detecting velocity of a tape in a
capstanl ess tape transport systemhaving a wite head for
witing data records to a single track of the tape and for
witing discrete format marks to the single track periodically
t hroughout the data records to format the data records being
witten to the tape by marking periodic intervals and
boundaries of the data records and a read head for reading the
data records and the discrete format marks witten to the
tape, the read and wite heads separated by a known di st ance,

t he nethod conprising the steps of:
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(a) receiving a wite signal indicating when a
discrete format mark is witten to the tape by the wite head;

(b) receiving a read signal indicating when said
discrete format mark is read fromthe tape by the read head;

(c) determning the tine between receipt of said
wite signal and said read signal; and

(d) determning the velocity of the tape based on

said tinme determined in step (c) and the known di stance
bet ween said wite head and said read head.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Het zI er 5, 285, 327 Feb. 8, 1994

Ki m 5, 383, 066 Jan. 17, 1995
(filed Aug. 2,

1993)

Nagai * 4-222949 Aug. 12, 1992

(Japanese Patent Application)

Appel lant's Admitted Prior Art

1 In deternining the teachings of Nagai, we will rely on the

transl ati on provided by the USPTO dated January 1996. A copy of the
translation is attached for the appellant's conveni ence.
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Clains 1, 57, 60, 63, 67, 68, 71, 74, 78, 79, 81, 84, 87,
90, 91, 93, and 96 stand rejected under 35 U.S.C. § 103(a) as
bei ng unpatentabl e over the Admtted Prior Art in view of
Nagai .

Clainms 64, 75, 88, and 97 stand rejected under 35 U. S. C
8 103(a) as being unpatentable over the Admtted Prior Art in
vi ew of Nagai, and further in view of Kim

Cainms 61, 62, 72, 73, 85, 86, 89, 94, and 95 stand
rejected under 35 U. S.C. 8§ 103(a) as being unpatentabl e over
the Admtted Prior Art in view of Nagai, and further in view
of Hetzler.

Clains 65, 76, 89, 98, and 99 stand rejected under 35
U S.C. 8 103(a) as being unpatentable over the Admtted Prior

Art in view of Nagai and Kim and further in view of Hetzler.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and appell ant regardi ng the above-noted

rej ections,
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we make reference to the final rejection? (Paper No. 13,
mai | ed Cct ober 26, 1998) and the exam ner's answer (Paper No.
19, mailed March 4, 1999) for the exam ner's conplete
reasoning in support of the rejections, and to appellant's
brief (Paper No. 18, filed February 23, 1999) for appellant's
argunent s thereagai nst.

Appel I ant has indicated that for purposes of this appeal,
the clains will all stand or fall together as a single group
(brief, page 4). Consistent with this indication, appellant
has not presented separate argunents with respect to any of
the clains on appeal. Accordingly, all of the clains before

us will stand or fall together. Note In re King, 801 F. 2d

1324, 1325, 231 USPQ 136, 137 (Fed. Cir. 1986); In re
Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3(Fed. G r. 1983).
Therefore, we will consider the rejection against independent
claim1l as representative of all of the clains on appeal.
Argunents whi ch appell ant could have nade but chose not to
make in the brief have not been considered. See 37 CFR

1.192(a).

2 The rejections of the clainms under 35 U.S.C. § 103(a), set forth in
the final rejection, have been incorporated by reference into the examner's
answer (answer, page 3).
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OPI NI ON

In reaching our decision in this appeal, we have
carefully considered the subject matter on appeal, the
rej ections advanced by the exam ner, and the evidence of
obvi ousness relied upon by the exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consideration, in reaching our decision, appellant's argunents
set forth in the brief along with the examner's rationale in
support of the rejections and argunents in rebuttal set forth
in the exam ner's answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would have suggested to one of ordinary
skill in the art the invention as set forth in the clains
before us on appeal. Accordingly, we affirm for the reasons
set forth by the examner. W add the foll ow ng conments.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@2d 1596, 1598 (Fed. Cr. 1988). 1In
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so doing, the exam ner is expected to nake the factual

determ nations set forth in G ahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467

(1966), and to provide a reason why one having ordinary skill
in the pertinent art would have been led to nodify the prior
art or to conbine prior art references to arrive at the
claimed invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or

know edge generally available to one having ordinary skill in

the art. Uniroval., Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPQ2d 1434, 1438 (Fed. G r. 1988); Ashland G|, Inc.

V. Delta Resins & Refractories, Inc., 776 F.2d 281, 293, 227

USPQ 657, 664 (Fed. Cir. 1985); ACS Hosp. Sys., Inc. v.

Mont efiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.
Cir. 1984). These showi ngs by the exam ner are an essenti al

part of conplying with the burden of presenting a prim facie

case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQ2d 1443, 1444 (Fed. Cir. 1992). If that burden is net,
the burden then shifts to the applicant to overcone the prinma

facie case with argunent and/or evidence. QObviousness is then
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deternm ned on the basis of the evidence as a whole. See id.;

In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed.

Cir. 1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785,

788 (Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052,

189 USPQ 143, 147 (CCPA 1976).

The exam ner's position (final rejection, pages 4 and 5) is
that the Admtted Prior Art does not show "receiving a signal
indicating when a mark is witten, receiving another signal

i ndi cating when the mark is read, and determ ning the tape
speed based on the determ ned tine between receipt of said
signals and the known di stance between the wite and read
heads." To overcone these deficiencies in the Admtted Prior
Art, the exam ner turns to Nagai for a teaching of using
format marks which mark the boundaries of the data to control
the speed of the tape. The exam ner asserts (id., page 5)
that it would have been obvious to nodify the system of the
Admtted Prior Art to use "the teaching of Nagai of witing

format marks by marking the boundaries of the data in order to
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nmonitor the speed of the tape, the notivation being to
elimnate variation in tape speed during recording due to
variation in tape thickness."

Appel | ant asserts (brief, page 5) that the teachings of
references can be conbined only if there is sonme suggestion or
incentive to do so. Appellant argues (id., page 6) that the
clainmed invention is directed to tape velocity detection using
discrete format marks that format the data witten to the tape
by marki ng boundaries of the data, where the format marks and

dat a

records are witten to the tape by the sanme wite head, such
that the format marks have dual purposes. Appellant asserts
(id.) that in Nagai's tape speed controller for a VCR having a
capstan, a control signal (CTL) is recorded to a servo-
controlling track of a tape by a CTL recording head, and is
reproduced by a CTL reproduci ng head. Video data is witten
to the tape by two pairs of magnetic heads. Appellant further

asserts (id.) that "Nagai discloses no purpose for the CTL
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signal other than for tape velocity determ nation,” and that
because the clained discrete format marks are used for tape
velocity detection, there is no need for dedicated control
signal s as taught by Nagai

Appel l ant further asserts (id.) that Nagai teaches away
fromthe clainmed invention. 1In the clainmed invention, the
di screte format marks are interleaved with the data on the
tape of a single track. Because Nagai enploys two separate
tracks (one set of heads are used to wite and read CITL
signals on one track of the tape; the other set of heads are
used to wite and read data on another track), Nagai teaches
away fromusing discrete format marks that are interl eaved
with the data on a single track to detect the velocity of the
tape. Thus, appellant concludes (brief, page 7) that there is
no suggestion or incentive to conbine the Admtted Prior Art

wi th Nagai .

The exam ner responds (answer, page 4) that Nagai is not
relied upon for a teaching of using a wite head for witing

both data records and discrete format marks to a single track,
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as these features are shown by the Admitted Prior Art. The
exam ner additionally states (id.) that:

The exam ner's rejections hinge upon his
contention that it would have been obvious to the
artisan to conbi ne the teaching of Nagai regarding
the tape speed control using format marks into the
systemof the admtted Prior Art, which already
provides said format marks. The conbi nation as
di scl osed by the exam ner does not require the
extensive nodification, nor teach away fromthe
instant invention, as applicant’s representative
argues. The exam ner agrees that there is no need
for dedicated control signals as used in Nagai, but
the exam ner is arguing the conbination of
references and what it would suggest to the artisan.
In this case, the necessary control signals are
al ready provided in the admtted Prior Art, and only
require the additional nmethod and apparatus for
using themto control tape speed, as taught by Nagai
and as presented in the examner's final Ofice
action.

W find that the Admtted Prior Art discloses both
capstan (figure 1) and capstanless (figure 2) tape transport
systens. In capstan tape transport systens (figure 1), the
actual velocity of nedia 122 across read/wite head 108 is
controlled by capstan 104 (Admtted Prior Art in
specification, page 5. Systens that do not have a capstan to
control speed are subject to error due to variations in nedia

velocity (Admtted Prior Art in
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specification, page 2). Wth capstanless systens, the actual
velocity of media 122 across read/wite head 108 depends on
t he amount of media 122 already wound on the reel. As nore
tape is wound on reel 204, and its effective dianeter
i ncreases, the velocity of nedia 122 increases. As a result,
conpl ex equations are often used to determ ne the actual
velocity of media 122
(i1d., page 6). Admtted Prior Art (Figure 3) discloses a
representative format for a typical nagnetic tape. 1In the
Admtted Prior Art (Figure 3), the boundaries of data record
304 are marked by sync marks 312. Begin sync mark 312A
i ndi cates the beginning of data record 304. End sync mark
312C marks the end of data record 403. Depending on the
| ength of data record 304, re-sync marks 312B can be
periodically included throughout the Iength of the data
record. Burst marks 316 are often tone marks used to mark a
portion of the tape. Burst mark 316A indicates the presence
of a tape mark 308A. Burst mark 316B indicates an erase gap
308B (id., page 7).

Nagai is directed to a tape travel speed controller for a

vi deo tape recorder (VIR)(translation, page 3). Nagai
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di scl oses that problens exist with conventional capstan servo
control because the tape travel speed varies due to dispersion
in tape thickness and the dianeter of the capstan. Wth | ong-

pl ay tape,

the thickness of the tape varies fromlot to | ot between 11.5F
to 13.0Fr. Wth a tenperature change of 10°C, the dianeter of
t he capstan varies by about 1F due to the coefficient of
| i near expansion of the stainless steel of the capstan
(transl ation, pages 5 and 6). Considering the teachings of
the Admtted Prior Art and Nagai collectively, we find that
probl enms of controlling tape speed (velocity) exist in both
capstan and capstanl ess systens. Nagai further discloses in
t he enbodi nent of Figure 3, a first nagnetic head 3 for
recording a control signal on a tape MI, and a second nagnetic
head 31 for reproducing the control signal downstream of the
first magnetic head. Tape speed detection circuit 33 detects
tape travel speed. Nagai states (translation, page 10) that:
According to this invention as described in
detai |l above, because the CTL signal reproduction

head is provided downstream fromthe CTL signa
recordi ng head, the tape speed is detected on the
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basis of the time difference between the reproduced

CTL signal and the recorded CTL signal as well as

t he di stance between the heads (tape length), and

t he speed of the capstan notor is controlled, a VIR

tape travel speed controller capable of elimnating
variation in tape speed during recording, which is

caused by 1) fluctuation of the capstan di aneter due

to changes in the surrounding tenperature and 2)
variation in the tape thickness, is obtained.

From t hese teachings of Nagai, we find that Nagai teaches

controlling tape speed based upon the tine difference between

the witing and reproducting of a control signal and the
di stance between the read/wite heads. Taken in light of the
coll ective teachings of the Admtted Prior Art, the
applicability of Nagai's tape transport speed controller would
have been obvious to the artisan in order to determne the
actual velocity of the tape.

We do not agree with appellant's assertion (answer, pages
6 and 7) that Nagai teaches away from using discrete formt
marks that are interleaved with the data on a single track to
detect the velocity of the track. As to the specific question

of "teaching away," our reviewing court in lnre Gurley, 27

F.3d 551, 553, 31 USPQ2d 1130, 1131 (Fed. Cir. 1994) stated:
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A reference may be said to teach away when a person of
ordinary skill, upon [exam ning] the reference, would be
di scouraged fromfollow ng the path set out in the
reference, or would be led in a direction divergent from
the path that was taken by the applicant.
We find no convincing reason why an artisan woul d have been
taught away fromutilizing the tape speed detection of Nagai
in a capstanl ess tape transport system As we stated, supra,
the Admtted Prior Art and Nagai collectively recognize the
bot h capstan and capstanl ess tape transport systens have
probl enms with maintaining constant tape speed. Although the
probl ens are not
identical, the simlarity of problens due to varying tape

t hi ckness (capstan tape transport systens) and varying

di anet er

of the tape on the reel (capstanless tape transport systens),
is such that we find that an arti san woul d have been noti vated
to "conbi ne the teachings of Nagai regarding the tape speed
control using format marks into the systemof the [Aldmtted
Prior Art, which already provides said format marks" as

advanced by the exam ner (answer, page 4).
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Wth regard to appellant's assertion (brief, page 6) that
the clainmed invention uses discrete format marks to format the
data by marki ng boundaries of the data, we note that the
Admtted Prior Art states (specification, page 6) that
"boundari es of data record 304 are marked by sync marks 312"
and (id., page 7) that burst marks are "used to mark a portion
of the tape.”

Wth regard to appellants's assertions (brief, page 6)
that "there is no need for dedicated control signals such as
t hose taught by Nagai" and that (id.) appellant's discrete
format mar ks have dual purposes, it is the teachings of the
prior art as a whole that is to be considered. W agree with
t he exam ner (answer, page 4) that there is no need for
dedi cated control signals as used in Nagai. The necessary
control signals are
already in the Admtted Prior Art, and only require Nagai's
nmet hod and apparatus for using themto control tape speed.

The conbi ned teachings of admtted prior art and Nagai woul d

result
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in the format marks being used for the purposes of formatting
and controlling tape speed.

Wth regard to appellant's assertion that there is no
incentive or suggestion in the prior art for conbining the
admtted prior art with Nagai, we find that a skilled artisan
woul d have been notivated to use the tape speed detection of
Nagai in the tape transport of the Admtted Prior Art in order
to avoid having to use conplex equations to determ ne the
anount of tape on each reel and the rate of revolution of each
reel to determne the actual velocity of the nedia (Admtted
Prior Art in specification, page 6). 1In view of the teachings
of Nagai of using control marks to detect tape velocity, and
the recognition in the prior art that both capstan and
capst anl ess systens experienced problens with controlling tape
speed, a skilled artisan would have been notivated to use the
t ape speed control of Nagai, because the Admtted Prior Art
al ready had a read/wite head which wite format nmarks to the
tape, and the use of Nagai's systemfor controlling tape speed
woul d have been nore
advant ageous that the use of conplex equations that rely upon

t he amount of tape wound on the reel.
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Fromall of the above, we find that the exam ner has

established a prima facie case of obvi ousness whi ch has not

been

overcone by appellant. The rejection of claim1l under 35
US. C 8§ 103(a) is therefore affirmed. As clains 57, 60-65,
67, 68, 71-76, 78, 79, 84-91, and 93-99 stand or fall wth
claiml1, the rejections of clainms 57, 60-65, 67, 68, 71-76,

78, 79, 84-91, and 93-99 under 35 U. S.C. 8§ 103(a) are affirned

for the reasons set forth by the exam ner.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject clainms 1,
57, 60-65, 67, 68, 71-76, 78, 79, 81, 84-91, and 93-99 under
35 U.S.C. 8 103(a) is affirned.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).
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