TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not written
for publication in a law journal and (2) is not binding precedent of the Board.
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Ex parte MATTEL | NCORPORATED

Appeal No. 1999-2373
Reexani nati on Control No. 90/004, 7691

ON BRI EF

Bef ore STONER, Chief Administrative Patent Judge and NASE and
BAHR, Adni nistrative Patent Judges.
BAHR, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's fina
rejection of clains 1 through 20, which are all of the clains

pending in this proceeding.

! Request filed September 29, 1997 by Matsui International Company
Incorporated for the reexamination of U.S. Patent No. 4,917,643, issued April
17, 1990, based on Application No. 07/067,519, filed June 26, 1987. A related
appeal (Appeal No. 1999-2374) has been filed in Reexamination Control No.
90/004,770 for the reexamination of U.S. Pat. No. 5,503,583, issued on April
2, 1996, based on Application No. 08/422,632, filed April 14, 1995. According
to the appellant, Application No. 08/422,632 is a continuation of Application
No. 07/918,882, now abandoned, which is a continuation of Application No.
07/790,136, now abandoned, which is a continuation of Application No.
07/474,654, now abandoned, which is a continuation of Application No.
07/167,614, now abandoned, which is a continuation-in-part of Application No.
07/067,519.



Appeal No. 1999-2373 Page 2
Reexam nati on Control No. 90/ 004, 769

We AFFI RM I N- PART and enter new grounds of rejection
pursuant to 37 CFR § 1.196(b).
BACKGROUND

The appellant's invention relates to a toy vehicle
conprising a body coated with thernochrom c pai nt which changes
color with tenperature to give the vehicle body a different
appearance. An understanding of the invention can be derived
froma reading of exenplary clains 1, 9, 10, 11, 12 and 20, which
appear in the appendix to the appellant's brief.

The prior art references of record relied upon by the

exanm ner as evidence of obviousness are:

Dehner 3,942, 285 Mar. 9, 1976
O Bri an 4,142,782 Mar. 6, 1979
Kito et al. (Kito) 4,421, 560 Dec. 20, 1983
Ki mur a WD 86/ 02855 May 22, 1986

(international publication)

Adachi 50- 90795 Jul . 31, 1975
(Japanese patent docunent)

Fukui 60- 61088 Apr. 27, 19857
(Japanese patent docunent)

“Ni kko" draw ngs submtted by Matsui |nternational Conmpany
| ncor por at ed. ®

2 1n determining the teachings of Adachi and Fukui, we have relied on

the translations thereof submitted with the reexamination request filed
September 29, 1997.

3 These drawings, submitted with the reexamination request, are referred
to therein as “the Nikko publication.”
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The followng rejections are before us for review

1. dainms 1, 2, 6 and 8 stand rejected under 35 U.S.C. 8§ 103
as bei ng unpatentabl e over Adachi in view of Fukui.

2. Cains 3 through 5 stand rejected under 35 U. S.C. 8§ 103
as bei ng unpatentabl e over Adachi in view of Fukui, as applied
above, and further in view of the "N kko" draw ngs.

3. CQaim7 stands rejected under 35 U. S.C. § 103 as being
unpat ent abl e over Adachi in view of Fukui, as applied above, and
further in view of Dehner.

4. Caim9 stands rejected under 35 U . S.C. § 103 as being
unpat ent abl e over Adachi in view of Dehner

5. Cainms 10 and 11 stand rejected under 35 U.S.C. 8 103 as
bei ng unpat ent abl e over Adachi in view of Kinura.

6. Clains 12 through 19 stand rejected under 35 U S.C. § 103
as bei ng unpatentabl e over Adachi in view of O Brian

7. Claim20 stands rejected under 35 U S.C. § 103 as being
unpat ent abl e over Adachi in view of Kito.

The conplete text of the examner's rejections and response
to the argunent presented by the appell ant appears in the answer
(Paper No. 16), while the conplete statenent of the appellant's
argunent can be found in the brief (Paper No. 15) and reply brief
(Paper No. 17).
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OPI NI ON

In rejecting clains 1, 2, 6 and 8 under 35 U. S.C. §8 103, the
exam ner has relied upon the conbi ned teachi ngs of Adachi and
Fukui . Independent claiml requires, inter alia, that the
“thernmochrom ¢ paint nmeans” include thernochrom c nateri al
capabl e of changing color with tenperature variation “to vary
said initial appearance of said vehicle froma dirty car to a
clean car and vice versa.”*

In proceedi ngs before it, the PTO applies to the verbi age of
t he proposed cl ains the broadest reasonabl e neani ng of the words
in their ordinary usage as they woul d be understood by one of
ordinary skill in the art, taking into account whatever
enl i ghtennent by way of definitions or otherw se that may be

afforded by the witten description contained in the applicant's

specification. [In re Mrris, 127 F.3d 1048, 1054, 44 USPQRd

1023, 1027 (Fed. Cir. 1997).
In its ordinary usage, “dirty” connotes a color which is
“sullied [discolored or spotted]; clouded; nuddied.” > Thus, from

our viewpoint, any thernochromc material that is capabl e of

We note that the use of the term “car” in the last lines of claims 1,
4 and 6 are inconsistent in scope with the more broad recitation of a
"vehicle" elsewhere in the claim. Either “vehicle” or "car" should be changed
for consistency. In any event, this informality is deserving of correction in
any further prosecution before the examiner.

> Webster's New International Dictionary, Second Edition (1954).



Appeal No. 1999-2373 Page 5
Reexam nati on Control No. 90/ 004, 769

changing fromone color to a relatively lighter, brighter or
clearer color with variation in tenperature would satisfy the
above-noted claimlimtation. This interpretation is consistent
with the appellant's patent specification (colum 3, second full
par agraph), which indicates that the effect of varying the
appearance of the vehicle fromdirty to clean may be acconpli shed
by utilizing a thernochrom c material which changes froma col or
such as brown to sinulate a “dirty |look” to either a lighter,
brighter or transparent color to sinmulate a “clean |ook.”
Adachi discloses a toy vehicle, for use in a bath, coated
W th thernochrom c paint on portions or the entirety thereof
(translation, page 2). As shown in Figures 1 through 3, the
t hernochrom ¢ paint may be applied so as to nmake marks and
designs or patterns appear with an increase in tenperature caused
by placing the toy vehicle in warm bath water. Adachi's teaching
(transl ation, page 2) that the col or change can be used to
i ndi cate when the bath water has becone | ess warm or hot nakes
cl ear that Adachi contenplates the use of a thernochromc
mat eri al which is capable of undergoing reversible color change.
The exam ner finds that Adachi “lacks a specific appearance
of dirty to clean and reverse” but argues that it would have been
obvious to one of ordinary skill in the art to have provided the

Adachi vehicle with an initial appearance of dirty changeabl e
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Wi th tenperature variation to a cl ean appearance, “as taught by
Fukui, in order to provide a child wth a correctabl e deficiency
and thereby teach the child desirable habits” (answer, page 4).
We do not agree that Fukui woul d have provided such
notivation. Fukui discloses a nmakeup doll conprising portions
coated with col or-change material which changes col or upon
heating by a pen-shaped heater to sinulate application of makeup
or, for hospital play, ailnments. Fukui does not nention
simul ati on of washing (or change fromdirty to clean) and woul d
not have suggested any particular col or change on a toy vehicle.
However, one of ordinary skill in the art reading the
di scl osure of Adachi woul d have been notivated, even w thout the
teachi ngs of Fukui, to use a thernochrom c paint that undergoes a
dramati c and noticeabl e col or change to maxim ze the visual
effect and enjoynent of the toy. |In our opinion, a change froma
dark color, such as brown or black, to a light color, such as
white, and vice-versa, wuld have been one such dramatic col or
change i medi ately envi saged by one of ordinary skill in the art.
It follows then that the teachings of Adachi woul d have suggested
to one of ordinary skill in the art the use of a thernochromc
pai nt whi ch undergoes a reversible color change between a dark

color, such as brown or black, which is considered a "dirty"
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appearance, and a light color, such as white, which is consi dered
a “cl ean” appearance, as used in the claim

For the foregoing reasons, we are satisfied that Adachi
suggests the subject matter of claiml to establish a prima facie
case of obviousness. Since clains 2 and 8 have not been argued
separately of claim1 fromwhich they depend, they therefore

stand or fall with claim1. See In re Nielson, 816 F.2d 1567,

1572, 2 USPQRd 1525, 1528 (Fed. Cir. 1987). ¢

As to claim®6, while Adachi does not disclose the use of a
t hernochrom ¢ pai nt which changes froma col ored opaque nmateri a
to a transparent nmaterial, Adachi does disclose that children
“Wll enjoy playing with [the toy vehicle] if sone marks and
desi gns/ patterns appear through adding tenperature” (translation,
page 2). On pages 4 and 5 of the reply brief, the appellant
argues, in effect, that Adachi's use of the term “appear” is not
a disclosure of using thernochrom c paint to nake
desi gns/ patterns appear and di sappear conpletely or appear from
an “invisible,” "hidden," “unseen” or "conceal ed" state. W are
not persuaded by that argunent. The term “appear” neans “to cone

» 7

or be in sight; to be in view, to becone visible. Therefore,

6 Merely pointing out differences in what the claims cover is not
an argument as to why the claims are separately patentable. 37 CFR
§ 1.192(c) (7).

! Webster's New International Dictionary, Second Edition (1954).
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we are satisfied that one of ordinary skill in the art would have
under st ood the | anguage of Adachi to nean that the
desi gns/ patterns becone visible (i.e., froma previous state of
invisibility) upon changing the tenperature of the toy vehicle.
However, even havi ng concl uded that Adachi teaches or
suggests using a thernochrom c paint that is capabl e of
under goi ng col or change with tenperature change to neke
desi gns/ patterns appear and di sappear, we cannot agree with the
exam ner's assertion (answer, page 7) that this is sufficient to
“effectively [anticipate]” the use of a thernochrom c paint which
changes between col ored opaque and transparent to achieve this
effect. Wth regard to whether this would have been obvi ous,
rejections based on 35 U.S.C. 8 103 nust rest on a factual basis.
In maki ng such a rejection, the examner has the initial duty of
supplying the requisite factual basis and nay not, because of
doubts that the invention is patentable, resort to specul ation,
unf ounded assunptions or hindsight reconstruction to supply

deficiencies in the factual basis. In re Warner, 379 F.2d 1011

1017, 154 USPQ 173, 177 (CCPA 1967), cert. denied, 389 U S. 1057

(1968). In making this rejection, the exam ner has not provided
any evidence that thernochrom c paints which change reversibly
bet ween col ored opaque materials and transparent materials were

W thin the comon know edge of the art at the tinme of the
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appel lant's invention (note reply brief, pages 5 and 6). Thus,
we agree with the appellant that the references applied by the
exam ner are not sufficient to establish a prima facie case of
obvi ousness of the clained invention and are thus constrained to
reverse the standing rejection of claim®6.?

In rejecting clains 3 through 5 under 35 U S.C. § 103, the
exam ner has relied upon the conbi ned teachings of Adachi, Fukui
and the “Ni kko” drawi ngs. Consistent with 35 U S.C. 8§ § 301
t hrough 303 and 37 CFR 8§ 1.552, prior art rejections of clains in
reexam nati on proceedi ngs nust be based on patents or printed
publications only. At issue in the appeal of this rejection is
whet her the “N kko” drawings are a "printed publication" as used
in 3 U S C 88 102(a) and (b) and 301 through 303.

In order to establish that a reference is a "printed
publication” as used in these sections, the proponent of an
al I eged publication nust show that prior to the critical date the
reference was sufficiently accessible, at |least to the public
interested in the art, so that such a one by exam ning the

reference could nmake the clained i nvention without further

In arriving at this conclusion, we have considered the disclosure in
Fukui (translation, page 4) of use of a color-change ink which changes from
“colorless” but have determined that “colorless” does not address the degree
of opacity or transparency of a material, but rather, addresses a material's
reflectance of light of a particular wavelength. Additionally, Kito (column
2, lines 63 to 68) illustrates the distinct uses of the terms “colorless” and
“transparent” in the art.
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research or experinentation. In re Hall, 781 F.2d 897, 899, 228

USPQ 453, 455 (Fed. Cir. 1986). Factors bearing on whether a
docunent was published include the nunber of copies nade,
avail ability, accessibility, dissem nation, and even intent.

Garrett Corp. v. United States, 422 F.2d 874, 878, 164 USPQ 521,

524 (. d.), cert. denied, 400 U S. 951 (1970). Further, we

agree with the appellant that the initial burden of establishing

a docunent to be a printed publication under the patent laws is

on the proponent of the docunent. See Ex parte GPAC Inc., 29
UsP@2d 1401, 1412 (Bd. Pat. App. & Int. 1993), _aff'd on other

grounds, 57 F.3d 1573, 35 USPQ2d 1116 (Fed. Cir. 1995). The
proponent of the "N kko" draw ngs as a printed publication,

Mat sui I nternational Conpany |Incorporated, has failed to neet its
burden in this regard.

The affidavits of Masa Matsui and Goro Shimzu® nerely
establish that the “N kko” drawi ngs or simlar draw ngs exi sted
as early as 1985 but are insufficient to establish that they
constitute a "printed publication" within the neaning of sections
102 and 301 through 303. The statenents on page 2 of the Matsui
decl aration regarding the circulation of these drawi ngs to ot her

conpani es without obligation to naintain the contents secret do

9 These affidavits were filed by the third party requester, Matsui
International Company Incorporated, on September 29, 1997 with the request for
reexamination.
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not appear to be based on firsthand know edge and are not
substanti ated by statenents fromeither the source of the
drawi ngs or the other alleged recipients. Further, the
unsubstantiated statenent in the Shimzu affidavit that "I
believe | received this docunent fromthe conpany N kko"
(enphasis added) is insufficient to establish with any certainty
the actual source of the docunent and certainly | acks any
i ndi cation of the intent and conditions under which the draw ngs
were delivered to Goro Shim zu

For the foregoing reasons, it is our opinion that the
evi dence presented in this proceeding fails to establish that the
"Ni kko" drawings are a "printed publication" as used in sections
102 and 301 through 303. Accordingly, the teachings therein
cannot be relied upon as evidence of obviousness of the clained
invention in this proceeding. As the examner's rejection of
clains 3 to 5 is grounded on the teachings of the "N kko"
drawi ngs, we are constrained to reverse this rejection.

As to clainms 7' and 9, the exam ner concedes that Adachi
| acks the vehicle body being nade out of netal (answer, page 4).
Rat her, Adachi discloses plastic as the vehicle material.

However, the examner's position is that it would have been

10 As claim 7 depends from claim 1, our findings discussed supra with

regard to claim 1 apply to claim 7 as well.
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obvious to provide the Adachi toy with a nmetal body, as taught by
Dehner, "in order to nmake the toy nore durable and able to

W t hstand rough treatnent."” The appellant argues that (1) there
IS no suggestion in Adachi that the plastic toy cars are not
sufficiently durable and (2) the toy cars of Adachi woul d no

| onger function for their intended purpose as a bath toy if
constructed of netal, because they would not fl oat.

As to the appellant's first argunment, Dehner teaches that
"[Miniature toy vehicles commonly have a body provided with a
plastic insert |ocked within a netal outer shell” (colum 1,
lines 7 and 8). Fromour viewpoint, this disclosure would have
provi ded anple notivation for one of ordinary skill in the toy
art to have provided a netal body on the toy vehicle of Adachi,
as this woul d have involved the nere substitution of one
conventional toy material w th another conventional toy material.
As to the appellant's second argunent, even assum ng, arguendo,
that the toy car of Adachi would not float if provided with a
nmetal body, a position with which we do not necessarily agree, it
is not apparent to us why that would nake it unsuitable for use
as a bath toy. Fromour viewpoint, a child could derive as nuch
enjoynment fromrunning a toy car along the bottom and sides of a
bath tub as fromfloating a vehicle on the water. Thus, we are

satisfied that the conbi ned teachings of the applied references
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woul d have suggested the subject natter of clains 7 and 9 to
establish a prina facie case of obviousness.

As to clains 10 and 11, the exam ner concedes that Adachi
| acks a teaching of the provision of thernochromc letters or
nunbers, but argues that it would have been obvious to have
provi ded the Adachi toy with letters or nunbers in view of the
teachings of Kinura (answer, page 5). Kimura discloses provision
of thermochromic inks on fabric articles to contain a special
message hidden under normal ambient conditions which becomes
apparent only at elevated temperatures. An exemplary message is
"HAPPY BIRTHDAY" as illustrated in Figure 3. While Kimura only
specifically discloses use of the thermochromic inks on fabric
materials, such as washcloths, towels or fabric covered stuffed
toys (pages 5 and 7), Kimura does recognize that the hidden
thermochromic message would be desirable when applied to "bath
related articles where normal temperatures are elevated above the
cross-over point of the ink 18" (page 7) and contemplates the use
of the invention "in conjunction with small children" (page 1).
In our opinion, this disclosure of Kimura would have provided
ample motivation for one of ordinary skill in the art to have
formed the thermochromic designs/patterns on the Adachi bath toy

as a pattern of letters and/or numbers to form a hidden message,
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such as "HAPPY BIRTHDAY" or "HAPPY 4th BIRTHDAY," for example,
which would appear when the toy vehicle is placed in warm water.

Moreover, we take official notice' that the provision of
nunbers and letters on toy vehicles to sinulate race car nunbers
or words identifying taxi, police and fire vehicles, for exanple,
was extrenely well known at the tinme of the appellant's
invention. Thus, the provision of thernochrom c nunbers or
letters on the Adachi vehicle to sinmulate such vehicles would
have been prima facie obvious, even wthout the teachings of
Ki mur a.

Accordingly, we are satisfied that the conbined teachi ngs of
the applied references woul d have suggested the subject matter of
clains 10 and 11 to establish a prima facie case of
obvi ousness. **

Turning now to the examner's rejection of clains 12 to 19
under 35 U.S.C. 8 103 as bei ng unpatentabl e over Adachi in view
of O Brian, the exam ner finds that "Adachi |acks the use of dua
t hernochrom ¢ paints" but asserts that it woul d have been obvi ous

to have provided Adachi with multiple thernochrom c paints, as

1 see In re Malcolm, 129 F.2d 529, 533, 54 USPQ 235, 238 (CCPA 1942).

12 As discussed infra, we have designated the affirmance of this

rejection as a new ground of rejection under 37 CFR § 1.196(b).
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taught by OBrian, "in order to enable conplex designs with nore
t han one col or at each tenperature and change" (answer, page 5).
Initially, we note that claim 12 does not require that the
"first thernochromc material" and the "second thernochromc
material" be either the sane material or different materials.
Adachi does disclose a toy vehicle conprising a body having two
di stinct portions (2), as seen in Figures 1 to 3, colored with
t hernochrom ¢ paint and, thus, discloses all of the limtations
of claim12, thereby anticipating the claimunder 35 U S.C. 8§
102(b).* A disclosure that anticipates under 35 U.S.C. § 102
al so renders the claimunpatentable under 35 U.S.C. § 103, for

"anticipation is the epitonme of obviousness.”™ Jones v. Hardy,

727 F.2d 1524, 1529, 220 USPQ 1021, 1025 (Fed. G r. 1984). See
also In re Fracalossi, 681 F.2d 792, 794, 215 USPQ 569, 571 (CCPA

1982); In re Pearson, 494 F.2d 1399, 1402, 181 USPQ 641, 644

(CCPA 1974). Thus, the applied references are certainly
sufficient to establish a prima facie case of obvi ousness with
regard to claim12

Wth regard to clainms 13 to 15 and 17 to 19, the appellant's
only argunent is that O Brian is not anal ogous prior art (brief,

pages 19 to 25). W do not agree.

13 Note the new ground of rejection of claim 12 infra.
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The test for non-anal ogous art is first whether the art is
within the field of the inventor's endeavor and, if not, whether
it is reasonably pertinent to the problemw th which the inventor

was involved. 1n re Wod, 599 F.2d 1032, 1036, 202 USPQ 171, 174

(CCPA 1979). A reference is reasonably pertinent if, even though
it my be in a different field of endeavor, it logically would
have commended itself to an inventor's attention in considering
hi s probl em because of the matter with which it deals. Inre
Cay, 966 F.2d 656, 659, 23 USPQd 1058, 1061 (Fed. Cr. 1992).
In the present instance, both the appellant's patent and O Bri an
are within the sane field of thernmochrom c display. WMoreover,
the enbodi nent of Figure 5 of the patent is directed to the use
of multiple thernmochrom c materials having different properties
to create a desired changing design and O Brian teaches the use
of two or nore different thernochrom c conpositions so as to
create a display and obtain changes in the appearance of such

di splay which are visually stinmulating and/or attractive from an
aesthetic sense (colum 1, lines 52 to 58). Thus, even if

O Brian is not considered to be wthin the sane field of endeavor
as the appellant's patent, OBrian falls at least into the latter
category of the Wod test, and | ogically would have commended

itself to an artisan's attention in considering the appellant's
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problem (i.e., howto create an interesting changi ng design).
Thus, we conclude that O Brian is anal ogous art.

We are not dissuaded fromthis conclusion by the fact that
O Brian does not specifically address the use of the discl osed
invention to toy vehicles. Nor are we persuaded that O Brian's
di scl osure that the thernochromc nmaterials which are the subject
of OBrian's invention undergo color change at tenperatures
"somewhat above nornal anbient tenperature” (colum 4, |ine 13)
descri bes "vastly different conditions" than the color change in
reaction to the warnth of a child' s hands of the appellant's
invention. The human body tenperature is above normal anbi ent
t enperat ure.

Mor eover, al though Adachi does not discl ose whether the two
regions of thernochromc paint are coated with the sane or
different thernochromc materials, one of ordinary skill in the
art woul d have envi saged either as an option, depending on the
desired visual effect. The teachings of Adachi, therefore, are
sufficient to have suggested the subject matter of clains 13 to
15 and 17 to 19, even w thout the teachings of O Brian.

For all of the foregoing reasons, we are satisfied that, in
light of the appellant’s argunents, the conbi ned teachings of

Adachi and O Brian are sufficient to have suggested the subject
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matter of clainms 13 through 15 and 17 through 19 to establish a
prima facie case of obviousness.

As to claim 16, we agree with the appellant (brief, page 24)
t hat neither Adachi nor O Brian discloses a material which
changes from col ored opaque to transparent. As the exam ner has
not provided any evidence in making this rejection that
t hernochrom ¢ pai nts which change reversibly between col ored
opaque materials and transparent materials were within the common
know edge of the art at the tinme of the appellant's invention, we
are constrained to reverse the exanmner's rejection of claim 16

Turning finally to the examner's rejection of claim?20
under 35 U.S.C. 8 103 as being unpatentabl e over Adachi in view
of Kito, the appellant does not chall enge the sufficiency of the
conbi ned references to establish a prinma facie case of
obvi ousness. Rather, the appellant's only argunent (brief, page
25) is that the prima facie case is rebutted by the evidence of
comrerci al success and copying by others discussed infra.

As di scussed above, Adachi teaches or suggests using a
t hernochrom ¢ paint that is capabl e of undergoing col or change
W th tenperature change to make desi gns/patterns appear and
di sappear, but does not disclose use of a thernochrom c paint
capabl e of changi ng between col ored opaque and transparent. Kito

establishes that thernochromic materials having the capability to
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reversi bly change col ors between col ored opaque and transparent

were within the know edge of one of ordinary skill in the art at
the time of the appellant's invention. In our opinion, one of
ordinary skill in the art, with the know edge of the teachings of

bot h Adachi and Kito, would have i nmedi ately envi saged the use of
t hernochrom ¢ pai nt which changes reversibly between col ored
opaque and transparent as a suitable neans to nmake the

desi gns/ patterns of Adachi appear and di sappear.

For the foregoing reasons, we are satisfied that the
conbi ned teachi ngs of Adachi and Kito woul d have suggested the
subject matter of claim?20 to establish a prim facie case of
obvi ousness.

Havi ng concl uded, for the reasons di scussed above, that the
teachings of the applied references are sufficient to have
suggested the subject matter of clains 1, 2, 7 through 15 and 17
through 20 to establish a prima facie case of obvi ousness, we
turn now to the appellant's rebuttal evidence, which purports to
show commerci al success of the clainmed invention, in the form of
a product line marketed as Hot Wheel s Col or Racers, and copyi ng
by others. This evidence includes the declarations by Mtthew C
Bousquette, Keith Hippely, Craig A Apatov and two decl arations

by Joseph S. Wiitaker referred to on pages 11 and 12 of the
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brief, and a 1998 Mattel Toys catal og, submtted with Paper No.
10 in this proceeding.

For comrercial success of a product enbodying a clained
invention to have true relevance to the i ssue of nonobvi ousness,
t hat success nust be shown to have in sone way been due to the
nature of the clainmed invention, as opposed to other econom c and
comrercial factors unrelated to the technical quality of the

patented subject matter. Cable Elec. Prods., Inc. v. Genmark,

Inc., 770 F.2d 1015, 1027, 226 USPQ 881, 888 (Fed. Cir. 1985).
Wth regard to the Color Racers product |ine, the Apatov
affidavit (page 2) evidences a substantial advertising effort in
1988 (four tines the resources directed to 1/64 Scal e Basic
vehi cl es, whose dollar sales were slightly higher than those for
the Col or Racers vehicles in 1988). 1In view of these statistics,
it is not clear that any success of the Color Racers product I|ine
in 1988 was due to features of the clained invention and not to
the extensive advertising of these toy vehicles. Further, the
evi dence does not establish that the sales of the Col or Racers
were not nerely replacenents of sales of the basic Hot Weels
vehi cl es that would have occurred in the absence of the nore
extensive advertising of the Color Racers. That Mttel reduced
its advertising of Color Racers in 1989, to about half the 1988

| evel as a percentage of total advertising dollars for Hot Weels
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products, is of little nonment, absent a show ng that continued
hi gh sales during the first six nonths of 1989 were not due to

t he extensive advertising canpaign of 1988. See Pentec, Inc. v.

G aphic Controls Corp., 776 F.2d 309, 316, 227 USPQ 766, 770

(Fed. Cir. 1985). The sales estimates for the rest of 1989
(Apatov decl aration, page 3) are, of course, nerely conjecture
and, as such, are entitled to no weight. The appellant has not
substantiated this conjecture with actual sales figures for 1989
and has not provided any statistics of sales beyond 1989 to show
conti nued success of the Col or Racers.

Moreover, it is well settled that evidence presented to

rebut a prima facie case of obviousness nmust be commensurate in

scope with the clains to which it pertains. Inre Dill, 604 F.2d
1356, 1361, 202 USPQ 805, 808 (CCPA 1979) and In re Tiffin, 448

F.2d 791, 792, 171 USPQ 294, 294 (CCPA 1971). See also In re

Grassel li, 713 F.2d 731, 743, 218 USPQ 769, 778 (Fed. G r. 1983).
Wth regard to clains 1, 2, 7, 8, 10 through 15 and 17 through
20, the appellant's evidence of conmercial success and copyi ng by
others falls far short of this requirenent.

Specifically, as to clains 1, 2, 7 and 8, the appellant has
not submtted any evidence as to how many of the Col or Racers
sold conprised thernochrom c nmaterial capable of changi ng col or

Wi th tenperature to change the appearance of the vehicle from
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dirty to clean and vice-versa. Simlarly, the record | acks

evi dence as to how many of the Color Racers sold conprised

t hernochrom ¢ paint neans formng at | east one letter or nunber,
as required by clains 10 and 11, first and second body portions
coated with first and second thernochrom c materials, as required
by clains 12 through 15 and 17 through 19, or a body portion
coated with an underlying color and thernochrom c paint neans
having the capability to change between opaque col ored and
transparent at |east partially overlying the underlying color, as
required by claim20. 1In this regard, it is not apparent to us
that any of the sanples of the conpetitors’ toy cars necessarily
possessed any of these features.

As to claim9, we do not find the evidence that conpetitors
al so marketed mniature die-cast netal vehicles with a color-
change feature to be highly persuasive of the non-obvi ousness of
nodi fyi ng the Adachi toy vehicle to provide a vehicle body of
nmetal, rather than plastic. It is not surprising that Mattel's
conpetitors marketed a die cast netal col or-change toy vehicle,
rather than the plastic col or-change toy vehicle of Adachi, as
die cast netal was the industry standard for the al ready popul ar
mniature toy vehicles at the tine of the appellant’'s invention.
Thus, it is only logical that conpetitors in the mniature die

cast nmetal toy vehicle market woul d have applied the
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t hernochrom ¢ pai nt concept of the prior art to netal vehicles
rather than plastic vehicles with a reasonabl e expectation of
success. Fromour viewpoint, this, as opposed to any belief that
metal would yield superior results to plastic, could just as
easily explain why Mattel's conpetitors appear to have copied the
appel l ant’ s cl ai med product rather than the plastic toy vehicle
of the prior art.

Mor eover, evidence of secondary considerations, such as
comrerci al success and copying, are but a part of the "totality
of the evidence" that is used to reach the ultimate concl usion of

obvi ousness. See Richardson-Vicks Inc. v. Upjohn Co., 122 F.3d

1476, 1483, 44 USPQ2d 1181, 1187 (Fed. Cr. 1997). \Wen all of
the evidence is considered, including the totality of the
rebuttal evidence, it is our opinion that, on bal ance, the
rebuttal evidence fails to outweigh the evidence of obviousness
di scussed above. See 1d.

Therefore, the decision of the examner rejecting clains 1,
2, 7 through 15 and 17 through 20 is affirnmed. However, since
the basic thrust of the affirmance of the rejections of clains 1,
2, 7, 8, 10 and 11 differs fromthat advanced by the exam ner in
support of the rejections, we designate the affirmance of these
rejections as new grounds of rejection under 37 CFR § 1.196(b) in

order to provide the appellant with a fair opportunity to respond
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thereto. See In re Kronig, 539 F.2d 1300, 1302, 190 USPQ 425,
426-27 (CCPA 1976).
New G ounds of Rejection under 37 CFR 8§ 1.196(b)

Pursuant to the provisions of 37 CFR 8 1.196(b), we enter
the foll ow ng new grounds of rejection:

1. Jdaim12 is rejected under 35 U.S.C. 8§ 102(b) as being
anti ci pated by Adachi .

Anticipation is established only when a single prior art
reference di scl oses, expressly or under the principles of
i nherency, each and every elenent of a clainmed invention. RCA

Corp. v. Applied Digital Data Sys., Inc., 730 F.2d 1440, 1444,

221 USPQ 385, 388 (Fed. Cir. 1984).

Qur reasons for concluding that Adachi discloses all the
limtations of claim1l2 are di scussed supra.

2. Clains 3 and 5 are rejected under 35 U S.C. § 103 as
bei ng unpat ent abl e over Adachi .

Qur findings wwth regard to the teachings of Adachi are
di scussed supra. W enphasize that, contrary to the exam ner's
finding (answer, page 4), Adachi clearly discloses (translation,
page 2) coloring either a part or "the entire parts” of the toy
vehicle with thernochrom c paint.

Wi | e Adachi does not specify any colors for the

t hernochrom ¢ paint, for the reasons di scussed supra with regard
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to claiml1, the teachings of Adachi woul d have suggested to one
of ordinary skill in the art the use of a thernochrom c paint
whi ch undergoes a reversi bl e col or change between a dark col or
such as brown or black, which is considered a "dirty" appearance,
and a light color, such as white, which is considered a "cl ean”
appearance, as used in the claim

3. Cains 4, 6 and 16 are rejected under 35 U.S.C. 8 103 as
bei ng unpat ent abl e over Adachi, as applied above, in view of
Kito.

As di scussed above, Adachi teaches or suggests using a
thernochrom c paint that is capabl e of undergoing col or change
W th tenperature change to nmake desi gns/patterns appear and
di sappear, but does not disclose use of a thernochrom c paint
capabl e of changi ng between col ored opaque and transparent. Kito
establishes that thernochromc materials having the capability to
reversi bly change col ors between col ored opaque and transparent
were within the know edge of one of ordinary skill in the art at
the time of the appellant's invention. Thus, one of ordinary
skill in the art, wth the know edge of the teachings of both
Adachi and Kito, would have i mredi ately envi saged the use of
t hernochrom ¢ pai nt which changes reversibly between col ored
opaque and transparent as a suitable neans by which to nake the

desi gns/ patterns of Adachi appear and di sappear.
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Further, as to claim 16, we enphasize that the clai mdoes
not require that the first and second thernochromc naterials be
either the sane material or different materials.

In rejecting clains 3 through 6 and 16 under 35 U. S.C. §
103, we have carefully considered the appellant's rebuttal
evi dence, discussed supra. For the follow ng reasons, we
concl ude that, when all of the evidence is considered, including
the totality of the rebuttal evidence, on bal ance, the rebuttal
evidence fails to outwei gh the evidence of obviousness as in

Ri chardson- Vi cks.

For the reasons discussed supra, the statistics on
advertising resources on page 2 of the Apatov declaration raise a
guestion as to whether the commercial success of the Col or Racers
product line was the result of the extensive advertising in 1988,
rather than to the nerits of the clained invention.

Additionally, the evidence submtted by the appellant does
not indicate how many, if any, of the Color Racers sold by Mttel
conpri sed a vehicle body coated with a thernochromc materia
capabl e of changi ng the appearance of the vehicle fromdirty to
clean and vice versa, as required by clainms 3 through 6, or
t hernochrom ¢ material capabl e of changi ng between col ored opaque
and transparent, as required by clains 4, 6 and 16. 1In this

regard, it is not apparent to us that any of the sanples of the
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conpetitors’ toy cars necessarily possessed either of these
features. Thus, the evidence of conmercial success and copyi ng
by others is not comensurate in scope with the clains.

CONCLUSI ON

To summari ze, the decision of the examner to reject clains
1, 2, 7 through 15 and 17 through 20 under 35 U . S.C. § 103 is
affirmed. However, since the basic thrust of our affirmance of
the rejections of clains 1, 2, 7, 8, 10 and 11 differs fromthat
advanced by the exam ner, our affirmnce of these rejections is
desi gnated as new grounds of rejection under 37 CFR § 1.196(b).
The decision of the examner to reject clains 3 through 6 and 16
under 35 U.S.C. §8 103 is reversed, but new grounds of rejection
of these clains are added pursuant to the provisions of 37 CFR §
1.196(b). Additionally, a new ground of rejection of claim12 is
added pursuant to the provisions of 37 CFR 8§ 1. 196(b).

In addition to affirmng the examner's rejection of one or
nore clainms, this decision contains a new ground of rejection
pursuant to 37 CFR 8 1.196(b) (anmended effective Dec. 1, 1997, by
final rule notice, 62 Fed. Reg. 53131, 53197 (Cct. 10, 1997),
1203 O f. Gaz. Pat. Ofice 63, 122 (Cct. 21, 1997)). 37 CFR §
1.196(b) provides, "A new ground of rejection shall not be

considered final for purposes of judicial review"
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Regarding any affirnmed rejection, 37 CFR 8§ 1.197(b)

provi des:
(b) Appellant may file a single request for rehearing
within two nonths fromthe date of the origina
deci sion .

37 CFR 8 1.196(b) also provides that the appellant, WTH N
TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se one of

the following two options with respect to the new ground of
rejection to avoid term nation of proceedings (37 CFR 8 1.197(c))
as to the rejected cl ai ns:

(1) Submit an appropriate amendnent of the clains

so rejected or a showing of facts relating to the

clainms so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the

application will be remanded to the exam ner.

(2) Request that the application be reheard under

8§ 1.197(b) by the Board of Patent Appeals and

I nterferences upon the sane record.

Shoul d the appellant elect to prosecute further before the
Primary Exam ner pursuant to 37 CFR 8 1.196(b)(1), in order to
preserve the right to seek review under 35 U.S.C. 88 141 or 145
wWith respect to the affirnmed rejection, the effective date of the
affirmance is deferred until conclusion of the prosecution before
the exam ner unless, as a nere incident to the limted

prosecution, the affirnmed rejection i s overcone.
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| f the appellant el ects prosecution before the exam ner and
this does not result in issuance of a reexam nation certificate
indicating confirmation or patentability of all clains pending at
the time of issuance, term nation of the proceeding for failure
to respond to an Ofice action or a second appeal, this case
shoul d be returned to the Board of Patent Appeals and
Interferences for final action on the affirnmed rejection
i ncluding any tinely request for rehearing thereof.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
§ 1.136(a).
AFFI RVED- | N- PART; 37 CFR § 1. 196(b)

JENNI FER D. BAHR
Adm ni strative Patent Judge
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