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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 6, 7, 9 to 17 and 19 to 25, which are al

of the clains pending in this application.

! Application for patent filed August 29, 1996. According
to the appellant, the application is a continuation of
Application No. 08/269,051, filed June 29, 1994, now U. S
Patent No. 5,595, 458.
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BACKGROUND

The appellant's invention relates to erosion control,
specifically the use of recycled | og and stunp waste to
prevent |oss of topsoil in |locations where soil is tenporarily
di sturbed by human activity (specification, p. 1). A copy of
the clai ns under appeal appears in the appendix to the

appellant's brief.

The references of record relied upon by the examner in

rejecting the appeal ed clains are:

St acy 1, 371, 451 Mar. 15,
1921
Scot t 1, 629, 315 May 17,
1927
G abhorn 5, 595, 458 Jan. 21,
1997

Claims 6, 7, 9 to 17 and 19 to 25 stand rejected under
the judicially created doctrine of double patenting over the

claine in U S. Patent No. 5,595,458 to G abhorn.

Claims 6, 7, 9 to 17 and 19 to 25 stand rejected under
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35 U.S.C. 8§ 112, second paragraph, as being indefinite for
failing to particularly point out and distinctly claimthe

subj ect matter which the appellant regards as the invention.

Claims 6, 7, 9 to 17 and 19 to 25 stand rejected under

35 U.S.C. 8 103 as being unpatentabl e over Stacy or Scott.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the answer (Paper No. 10,
mai | ed June 23, 1998) for the exam ner's conplete reasoning in
support of the rejections, and to the brief (Paper No. 9,
filed April 23, 1998) and reply brief (Paper No. 11, filed

August 26, 1998) for the appellant's argunments thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art references, and to the

respective positions articulated by the appellant and the
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exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

The doubl e patenting rejection

We sustain the rejection of clainms 6, 7, 9 to 17 and 19
to 25 under the judicially created doctrine of double
patenting over the claims in U S. Patent No. 5,595,458 to

G abhor n.

The appel | ant has not argued this rejection of clains 6,
7, 9 to 17 and 19 to 25 under the judicially created doctrine
of double patenting. Instead, the appellant has stated that
he has offered to file a Term nal Disclainer once allowable
subj ect matter has been indicated in the present case (brief,
p. 5. Since no Term nal Disclainer has yet been subnmitted to
overconme this rejection, we summarily sustain the rejection of
claims 6, 7, 9 to 17 and 19 to 25 under the judicially created

doctrine of double patenting.

The i ndefiniteness rejection
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W will not sustain the rejection of clains 6, 7, 9 to 17

and 19 to 25 under 35 U. S.C. § 112, second paragraph.

The second paragraph of 35 U.S.C. § 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In making this determ nation, the definiteness of the |anguage
enpl oyed in the clainms nust be anal yzed, not in a vacuum but
always in light of the teachings of the prior art and of the
particul ar application disclosure as it would be interpreted
by one possessing the ordinary |evel of skill in the pertinent

art. | d.

The exam ner's focus during exam nation of clains for
conpliance with the requirenent for definiteness of 35 U S. C
8§ 112, second paragraph, is whether the clains neet the
threshold requirenents of clarity and precision, not whether
nmore suitabl e | anguage or nodes of expression are avail abl e.
Sonme latitude in the manner of expression and the aptness of

terms is permtted even though the claimlanguage is not as
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preci se as the exam ner mght desire. |If the scope of the

i nvention sought to be patented can be determ ned fromthe

| anguage of the clains with a reasonabl e degree of certainty,
a rejection of the clains under 35 U . S.C. 8§ 112, second

par agraph, is inappropriate.

Thus, the appellant nmay use functional | anguage,
alternative expressions, negative limtations, or any style of
expression or format of claimwhich nakes cl ear the boundaries
of the subject matter for which protection is sought. As

noted by the Court in In re Swi nehart, 439 F.2d 210, 160 USPQ

226 (CCPA 1971), a claimnmay not be rejected solely because of
the type of |anguage used to define the subject matter for

whi ch patent protection is sought.

Wth this as background, we turn to the specific
rejection under 35 U.S.C. 8§ 112, second paragraph, nmade by the
exam ner of the clains on appeal. Wth respect to independent
claim6, the exam ner stated (answer, pp. 4-5) that there was
insufficient structure recited in the claimto support the

limtation that the wood fragnments "do not have snooth



Appeal No. 1999-2446 Page 8
Application No. 08/ 705,592

surfaces that tend to stick together when wet and forma nass
of fragnments that prevents flow of water through the bag, and
the wood fragnments resist adhering to other wood fragnents

wi thin the container without becom ng cl ogged with sedi nment
carried by the water." Wth respect to the other independent
clainms on appeal (i.e., clainms 14, 17, 23 and 25) the exam ner
stated (answer, p. 5) that these clains were indefinite for

the sane reason as set forth above for claim6®6.

The appel l ant argues (brief, pp. 7-8) that there is
not hi ng i nherently anbi guous about the above-noted |imtation
of claim6 and that the exam ner has not provided any
expl anation as to why one skilled in the art would not
understand t he meani ng of the above-noted |imtation of claim
6 when read in light of the specification. W agree. W have
fully reviewed the exam ner's rejection and response to the
appel l ant's argunent (answer, pp. 4-5 & 7-8) but fail to see
any reasoning as to why the clained | anguage fails to nmake
cl ear the boundaries of the subject matter for which
protection is sought. The appellant's specification (p. 3)

makes clear that hamer-m |l ed wood fragnents are preferred
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because wood fragnments produced by a chi pper have snooth
surfaces that tend to stick together and prevent the necessary
fl ow of water through the bag. Accordingly, we understand the
cl ai mrs as enconpassi ng wood fragnents having a roughness
simlar to that produced by a hamer-m || process and

excl udi ng wood fragnents having a surface snoothness simlar
to that produced by a chipping process. Thus, we concl ude
that the clainms under appeal do set out and circunscribe a
particular area with a reasonabl e degree of precision and
particularity as required by the second paragraph of 35 U S.C

§ 112.2

For the reasons set forth above, the decision of the

examner to reject clains 6, 7, 9 to 17 and 19 to 25 under

35 U.S.C. 8§ 112, second paragraph, is reversed.

The obvi ousness rejection based upon Stacy

2 Wth regard to claim9, we note that the term"snaller"
shoul d be "larger"” for consistency with the original
di sclosure and the earlier recitation in claim9 that the wood
fragnents are "large enough not to pass through a separation
screen.”
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W will not sustain the examner's rejection of clains 6,

7, 9 to 17 and 19 to 25 under 35 U. S.C. § 103 as being

unpat ent abl e over Stacy.

In rejecting clains under 35 U. S.C. § 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See Inre Rijckaert, 9 F.3d 1531, 1532, 28

UsP@d 1955, 1956 (Fed. Cir. 1993). A prima facie case of

obvi ousness is established by presenting evidence that would
have | ed one of ordinary skill in the art to conbine the
rel evant teachings of the references to arrive at the clai ned

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988) and In re Lintner, 458 F.2d 1013,

1016, 173 USPQ 560, 562 (CCPA 1972).

Al'l the clainms under appeal recite wood fragnents within
a mesh-type container. Stacy teaches only the use of straw
within a nmesh-type container. Thus, Stacy does not teach or

suggest the wood fragnents as set forth in each of the
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i ndependent cl ai ns under appeal.® |In fact, the advantages of
utilizing wood fragnents as set forth in the clains under

appeal are not appreciated by Stacy.

Instead, it appears to us that the exam ner relied on
hi ndsi ght in reaching his obviousness determ nation. However,
our review ng court has said, "To inbue one of ordinary skill
in the art wwth know edge of the invention in suit, when no
prior art reference or references of record convey or suggest
that knowl edge, is to fall victimto the insidious effect of a
hi ndsi ght syndrone wherein that which only the inventor taught

is used against its teacher.” W L. Gore & Assoc. v. @Garlock,

Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed. Grr

1983), _cert. denied, 469 U S. 851 (1984). It is essential

that "the decisionmaker forget what he or she has been taught
at trial about the clained invention and cast the m nd back to
the time the invention was made . . . to occupy the m nd of

one skilled in the art who is presented only with the

3 The exam ner references other prior art (i.e., Pine Bark
Mul ch) on page 6 of the answer. W note that no rejection
utilizing that prior art is before us in this appeal.
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references, and who is normally guided by the then-accepted
wisdomin the art." 1d. Since the wood fragnments limtations
as set forth in the clainms under appeal are not taught or
suggested by Stacy, we will not sustain the 35 U.S.C. § 103
rejection of clainms 6, 7, 9 to 17 and 19 to 25 as being

unpat ent abl e over Stacy.

The obvi ousness rejection based upon Scott

We sustain the examner's rejection of clainms 6, 7, 9,
13, 14, 17, 21 and 22 under 35 U. S.C. 8 103 as being
unpat ent abl e over Scott, but not the rejection of clainms 10 to
12, 15, 16, 19, 20 and 23 to 25 under 35 U.S.C. § 103 as being

unpat ent abl e over Scott.

Scott's invention relates to mats for use in the
"revetnment of river banks and the |ike" (page 1, lines 1-2).
Scott states that one of his objects is to produce an
"inmproved mat of conbi ned woven wire and willow or other
suitable tree growhs or brush” in which the willow and wire
are intertwined so that the latter reliably maintains the

former in position and the mat as a whole is as effective as a
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strictly willow woven mat (page 1, lines 3-10). Figures 1-7
illustrate the steps enpl oyed by Scott in weaving his mats.
Scott teaches (page 1, lines 56-76) that (1) each row of
willows or the |ike are packed into position and that the wire
mesh is drawn tight to hold each row of willows or the like in
a tightly conpacted mass; and (2) that practically all sizes
of material (i.e., willows or the |like) may be used w thout

speci al cutting.

After the scope and content of the prior art are
determ ned, the differences between the prior art and the

clainse at issue are to be ascertai ned. Gahamyv. John Deere

Co., 383 U. S 1, 17-18, 148 USPQ 459, 467 (1966).

Claimbé6

Based on our analysis and review of Scott and claim®6, it
is our opinion that there is no difference. [In our view,
Scott anticipates claim6. Anticipation by a prior art
reference does not require either the inventive concept of the
cl ai med subject matter or the recognition of inherent

properties that nmay be possessed by the prior art reference.
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See Verdegaal Bros. Inc. v. Union Gl Co., 814 F.2d 628, 633,

2 USPQ2d 1051, 1054 (Fed. Cr.), cert. denied, 484 U S. 827

(1987). A prior art reference anticipates the subject of a
cl ai mwhen the reference discloses every feature of the

clainmed invention, either explicitly or inherently (see Hazan

V. Int'l Trade Conmmin, 126 F.3d 1473, 1477, 44 USPQRd 1358,

1361 (Fed. Gr. 1997) and RCA Corp. v. Applied Digital Data

Systenms, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed.

Cir. 1984)); however, the law of anticipation does not require
that the reference teach what the appellants are clai mng, but
only that the clainms on appeal "read on" sonething disclosed

in the reference (see Kalman v. Kinberly-dark Corp., 713 F.2d

760, 772, 218 USPQ 781, 789 (Fed. Cr. 1983), cert. denied,

465 U.S. 1026 (1984)).

Contrary to the appellant's argunment (brief, p. 9), it is
our view that Scott does disclose discrete wood fragnents
(i.e., Scott's pieces of willow or other suitable tree growths
or brush) loose within a container (i.e., Scott's woven wire).
Furthernore, while Scott teaches that each row of wood

material is held in a tightly conpacted mass, it is our
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opi nion that such a mass would still be readable on the
cl ai mred wood fragnments. In that regard, we find that the
br oadest reasonable interpretation of |oose* as used in claim
6 is that the wood fragnments while confined within the
container are not fastened to each other. Accordingly, it is
our view that each of Scott's rows consists of wood fragnents
whi ch are | oose since the wood fragnents are not fastened to
each other within the wire nesh surroundi ng each row.
Furthernore, it is our determnation that the wood
fragnments disclosed by Scott (i.e., willow or other suitable
tree growt hs or brush) would inherently not have snooth
surfaces that tend to stick together when wet and form a mass
of fragnments that prevents flow of water through the bag, and

t he wood fragments resist adhering to other wood fragnents

4 The Patent and Trademark O fice (PTO applies to the
verbi age of the clains before it the broadest reasonable
meani ng of the words in their ordinary usage as they would be
understood by one of ordinary skill in the art, taking into
account whatever enlightenment by way of definitions or
otherwi se that may be afforded by the witten description
contained in the appellant's specification. [In re Mrris, 127
F.3d 1048, 1054, 44 USPQ2d 1023, 1027 (Fed. Gr. 1997). See
also In re Sneed, 710 F.2d 1544, 1548, 218 USPQ 385, 388 (Fed.
Cr. 1983). In this case, we note that the term"| oose" does
not appear in the original disclosure.
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within the container wthout becom ng cl ogged with sedi nent
carried by the water. In that regard, we note that while each
row of wood material is held in a tightly conpacted nass,
Figures 1-7 disclose that there remain spaces between the wood

fragnents

After the PTO establishes a prim facie case of
antici pati on based on i nherency, the burden shifts to the
appellant to prove that the subject matter shown to be in the
prior art does not possess the characteristics of the clained

invention. See In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964,

966 (Fed. Cir. 1985); In re King, 801 F.2d 1324, 1327, 231

USPQ 136, 138 (Fed. Cir. 1986). Hence, appellant's burden
before the PTOis to prove that Scott does not performthe
functions defined in claim6. The appellant has not cone
forward with evidence that satisfies this burden.® 1In that
regard, the appellant's declaration under 37 CFR § 1.132

(Paper No. 4, filed March 20, 1997) does not satisfy this

> Conpare In re Best, 562 F.2d 1252, 1255, 195 USPQ 430,
433-34 (CCPA 1977); In re Ludtke, 441 F.2d 660, 664, 169 USPQ
563, 566-67 (CCPA 1971).
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burden since the declarant's statenents that "the woven
willows of Scott are snoboth enough to adhere together when
wet" and that "[t]hey forma confluent mass that will bl ock
water flow instead of filtering it" are concl usions
unsupported by any factual evidence. Affidavits and
declarations fail in their purpose when they recite
conclusions with few facts to buttress the conclusions. See

In re Brandstadter, 484 F.2d 1395, 1406, 179 USPQ 286, 294

(CCPA 1973), In re Thonpson, 545 F.2d 1290, 1295, 192 USPQ

275, 277-78 (CCPA 1976) and In re DeBl auwe, 736 F.2d 699, 705,

222 USPQ 191, 196 (Fed. Gir. 1984).

As noted above, Scott does teach all the Iimtations of
claim6. A disclosure that anticipates under 35 U.S.C. 8§ 102
al so renders the clai munpatentable under 35 U S.C. § 103, for

"anticipation is the epitonme of obviousness.” Jones v. Hardy,

727 F.2d 1524, 1529, 220 USPQ 1021, 1025 (Fed. G r. 1984).

See also In re Fracalossi, 681 F.2d 792, 794, 215 USPQ 569,

571 (CCPA 1982); In re Pearson, 494 F.2d 1399, 1402, 181 USPQ

641, 644 (CCPA 1974). Thus, we sustain the exam ner's
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rejection of appealed claim6 under 35 U S.C. 8§ 103 as being

unpat ent abl e over Scott.

Clains 11 and 14

The appel | ant has grouped clains 6, 11 and 14 as standing
or falling together.® Thereby, in accordance with 37 CFR §
1.192(c)(7), clainms 11 and 14 fall with claim6. Thus, it
follows that the decision of the examner to reject clains 11
and 14 under 35 U . S.C. § 103 as being unpatentabl e over Scott

is also affirned.

Caim?7

In our view, the limtations of claim7 are readable on
Scott. In that regard, the wire mesh wall of Scott is
inherently flexible, and therefore the wood fragnments therein
woul d i nherently conformto sone degree to the surface on
which Scott's mat sits. Wiile Scott's nmat may not conformto
the surface on which it sits to the sane extent as the

appel lant's disclosed bag, it is axiomatic that, in

6 See page 5 of the appellant's brief.
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proceedi ngs before the PTO, that Iimtations are not to be

read into the clains fromthe specification. 1n re Van Geuns,

988 F.2d 1181, 1184, 26 USPQ2d 1057, 1059 (Fed. G r. 1993)

citing Inre Zletz, 893 F.2d 319, 321, 13 USPQRd 1320, 1322

(Fed. Cir. 1989). Thus, it is our opinion that when claim?7
is given its broadest reasonable interpretation it is readable
on Scott's mat. Since anticipation is the epitone of

obvi ousness, we sustain the exam ner's rejection of appeal ed
claim7 under 35 U. S.C. 8 103 as bei ng unpat ent abl e over

Scott.



Appeal No. 1999-2446 Page 20
Application No. 08/ 705,592

Claim?9

In our view, the limtations of claim9 are readable on
Scott. In that regard, the wood fragnents of Scott are
inherently larger than 3/8 inch and thus are | arge enough not
to pass through a separation screen having 3/8 inch openings.
Thus, it is our opinion that claim9 is readable on Scott's
mat. Since anticipation is the epitonme of obviousness, we
sustain the examner's rejection of appealed claim9 under 35

U S.C. 8 103 as bei ng unpatentable over Scott.

Clam1il0

Claim 10 recites that the mesh openings "have a di mensi on

of about “2inch." The exam ner has not provided any evi dence’

" Evi dence of a suggestion, teaching, or notivation to
nodi fy a reference may flow fromthe prior art references
t hensel ves, the know edge of one of ordinary skill in the art,
or, in some cases, fromthe nature of the problemto be
solved, see Pro-Mdld & Tool Co. v. Geat Lakes Plastics, Inc.,
75 F.3d 1568, 1573, 37 USPQ@d 1626, 1630 (Fed. Cir. 1996),
Para- Ordi nance Mg. v. SGS lnports Intern., Inc., 73 F.3d
1085, 1088, 37 USPQRd 1237, 1240 (Fed. G r. 1995), although
"the suggestion nore often conmes fromthe teachings of the
pertinent references,” In re Rouffet, 149 F.3d 1350, 1355, 47
UsP2d 1453, 1456 (Fed. Cir. 1998). The range of sources
avai |l abl e, however, does not dimnish the requirenent for
actual evidence. That is, the show ng nust be clear and

(continued...)
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as to why it would have been obvious at the tinme the invention
was nade to a person having ordinary skill in the art to have
nodi fi ed the nesh opening size of Scott to be about %2inch.

In fact, the exam ner has not even alleged that such a

nodi fication of the wire nesh in Scott woul d have been obvi ous
at the time the invention was made to a person having ordi nary
skill in the art.® Since the exam ner has not established
that the subject matter of claim 10 woul d have been obvi ous
under 35 U.S.C. 8 103, the decision of the exam ner to reject
claim 10 under 35 U . S.C. § 103 as bei ng unpat ent abl e over

Scott is reversed.

Claim1l2

(...continued)
particular. See, e.qg., CR Bard, Inc. v. M3 Sys., Inc., 157
F.3d 1340, 1352, 48 USPRd 1225, 1232 (Fed. G r. 1998). A
broad concl usory statenent regarding the obvi ousness of
nmodi fying a reference, standing alone, is not "evidence."
E.9., MElnmurry v. Arkansas Power & Light Co., 995 F.2d 1576,
1578, 27 USPd 1129, 1131 (Fed. Cr. 1993); In re Sichert,
566 F.2d 1154, 1164, 196 USPQ 209, 217 (CCPA 1977). See also
In re Denbiczak, 175 F.3d 994, 999, 50 USPQ2d 1614, 1617 (Fed.
Cr. 1999).

8 See page 7 of the answer.
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Claim1l2 recites that the wood fragnents are "not
retai ned by a separation screen having a screen openi ng of
about 1% inch, so that the wood fragnents within the container
are smaller than 1% inch.” Once again the exam ner has not
provi ded any evidence as to why it woul d have been obvi ous at
the time the invention was made to a person having ordinary
skill in the art to have nodified the size of the wood
fragnents to be smaller than 1% inch. Since the exam ner has
not established that the subject matter of claim 12 woul d have
been obvi ous under 35 U.S.C. § 103, the decision of the
examner to reject claim12 under 35 U S. C

8 103 as being unpatentable over Scott is reversed.

Claim 13

Claim 13 adds to parent claim6 the limtation that the
contai ner conprises a plastic nmesh. Since this limtation is
clearly not net by Scott, the exam ner determ ned (answer, p.
7) that "the particular material fromwhich the nmesh is made
is considered to be a matter of obvious choice because one

skilled in the art would have know edge of the use of plastic
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mesh as a container from|[sic, for] various granul ar

materials."

The only argunment set forth by the appellant with regard
to claim13 (brief, p. 12) is to the effect that Scott does
not teach a plastic nesh container. Wile it is true that
Scott does not teach or suggest a plastic nmesh container, we
find this argument unpersuasive since the examner's rejection
was based upon the teachings of Scott taken with know edge
known by one skilled in the art.® Since the exam ner's actual
determ nati on of obviousness was not contested by the
appel l ant, we sustain the examner's rejection of claim13

under 35 U. S.C. 8 103 as bei ng unpatentable over Scott.

Clains 15 and 16

° W observe that an artisan is presuned to know sonet hi ng
about the art apart fromwhat the references disclose (see In
re Jacoby, 309 F.2d 513, 516, 135 USPQ 317, 319 (CCPA 1962))
and the concl usi on of obvi ousness nay be nade from "conmon
knowl edge and common sense" of the person of ordinary skill in
the art (see In re Bozek, 416 F.2d 1385, 1390, 163 USPQ 545,
549 (CCPA 1969)).




Appeal No. 1999-2446 Page 24
Application No. 08/ 705,592

Claim15 recites that the wood fragnents are
"sufficiently small to pass through a 1% inch separation
screen" so that the wood fragments wthin the container are
"smaller than 1% inch.” As with claim 12 above, the exam ner
has not provided any evidence as to why it would have been
obvious at the tinme the invention was nade to a person having
ordinary skill in the art to have nodified the size of the
wood fragnents to be smaller than 1% inch. Since the exam ner
has not established that the subject matter of claim15 would
have been obvi ous under
35 U.S.C. 8 103, the decision of the examner to reject claim
15 and claim 16 dependent thereon under 35 U.S.C. 8§ 103 as

bei ng unpatent abl e over Scott is reversed.
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Clama1l7

It is our opinion that the subject matter of nmethod claim
17 is inherently met by Scott for the reasons set forth above
wWith respect to claim6. |In addition, it is our determ nation
that the clainmed step of placing the container on a surface in
the region of run-off to slowthe flow of water is nmet by
Scott's disclosure that his mats are for use in the revetnent
of river banks and the like. Thus, the appellant's argunent
(brief, p. 13) that "Scott is unclear about how his woven nmat
is to be used" is inaccurate. Since anticipation is the
epi tone of obviousness, we sustain the exam ner's rejection of
appeal ed claim 17 under

35 U.S.C. 8 103 as being unpatentabl e over Scott.

Clainms 19 and 20

Claim19 recites the step of providing "hanmrer m |l ed
wood fragnents” within the container. As with claim 12 above,
t he exam ner has not provided any evidence as to why it would
have been obvious at the tinme the invention was made to a

person having ordinary skill in the art to have replaced the
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clearly |l arge wood fragnents, branches, etc. of Scott with
hammer m |l ed wood fragnments.® Since the exam ner has not
established that the subject matter of claim 19 would have
been obvi ous under 35 U.S.C. § 103, the decision of the
examner to reject claim19 and claim 20 dependent thereon
under 35 U. S.C. 8 103 as bei ng unpatentable over Scott is

reversed

Clam?21

It is our opinion that the subject matter of nmethod claim
21 is inherently nmet by Scott. |In addition to the reasons set
forth above with respect to parent claim17, it is our
determ nation that the clained step of placing a plurality of
contiguous containers on the surface in the region of run-off
is met by Scott's disclosure that his mats are for use in the
revetment of river banks and the like. In this regard, it is
our opinion that Scott's mats nmust be contiguous to each ot her

if the mats are to function as Scott intends. Thus, the

10 The nmere fact that hamrer mlled wood fragnments existed
in the prior art would not have by itself nmade it obvious to
have substituted such hammer mlled wood fragnents for Scott's
wood fragnents.
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appel lant's argunent (brief, p. 14) that the step of claim?21
is not shown in Scott is unpersuasive. Since anticipation is
the epitonme of obviousness, we sustain the exam ner's
rejection of appealed claim2l1 under

35 U.S.C. §8 103 as bei ng unpatentable over Scott.
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Clam?22

The appel | ant has grouped clainms 21 and 22 as standing or
falling together.* Thereby, in accordance with 37 CFR
8§ 1.192(c)(7), claim?22 falls with claim21. Thus, it follows
that the decision of the exam ner to reject claim 22 under
35 U.S.C. §8 103 as bei ng unpatentable over Scott is also

affirned.

Clains 23 and 24

| ndependent claim 23 recites the step of "screening the
wood fragnments through a plurality of screens to obtain size-
sel ected wood fragnents.” Once again the exam ner has not

provi ded any evidence as to why it woul d have been obvi ous at

the tine the invention was nmade to a person having ordinary
skill in the art to have subjected the wood fragnents of Scott
to such a screening step. Since the exam ner has not
established that the subject matter of claim23 would have
been obvi ous under 35 U.S.C. § 103, the decision of the

examner to reject claim23 and claim 24 dependent thereon

11 See page 5 of the appellant's brief.
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under 35 U.S.C. 8 103 as bei ng unpatentable over Scott is

rever sed.
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Claim 25

Claim25 recites the same features as di scussed
previously with respect to clains 10, 12 and 19 (i.e., the
mesh openi ngs having a di nensi on of about Y inch; the size of
t he wood fragnments being smaller than 1% inch; and the wood
fragnments being hammer mlled wood fragnents). As with clains
10, 12 and 19 above, the exam ner has not provided any
evidence as to why it would have been obvious at the tine the
i nvention was made to a person having ordinary skill in the
art to have nodified the wood fragnents of Scott and the wire
mesh of Scott to have arrived at the clained invention. Since
t he exam ner has not established that the subject matter of
claim 25 woul d have been obvi ous under
35 U.S.C. 8 103, the decision of the examner to reject claim
25 under 35 U.S.C. §8 103 as bei ng unpatentable over Scott is

rever sed

CONCLUSI ON

To summari ze, the decision of the exam ner to reject

claims 6, 7, 9 to 17 and 19 to 25 under the judicially created
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doctrine of double patenting is affirnmed; the decision of the
examner to reject clains 6, 7, 9 to 17 and 19 to 25 under 35
U S C 8§ 112, second paragraph, is reversed; the decision of
the examner to reject clainms 6, 7, 9 to 17 and 19 to 25 under
35 U.S.C. §8 103 as being unpatentable over Stacy is reversed,
and the decision of the exam ner to reject clains 6, 7, 9
to 17 and 19 to 25 under

35 U.S.C. 8 103 as being unpatentabl e over Scott is affirned
with respect to clains 6, 7, 9, 13, 14, 17, 21 and 22, and
reversed with respect to clains 10 to 12, 15, 16, 19, 20 and

23 to 25.

Since at | east one rejection of each of the appeal ed
clains has been affirmed, the decision of the exam ner is

af firned.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED

| AN A. CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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