THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Application No. 08/656, 106*

ON BRI EF?

Bef ore CALVERT, COHEN, and NASE, Adninistrative Patent Judges.
NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1, 2, 6 to 13 and 17 to 19. dCdains 3 to 5

and 14 to 16 have been wi thdrawn from consi derati on under 37

! Application for patent filed May 31, 1996.

2 W note that the appellant has requested an oral hearing
(part of Paper No. 13, filed February 8, 1999), but under the
ci rcunstances a hearing is not considered necessary. See 37
CFR 8§ 1.194(c), last sentence.
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CFR 8 1.142(b) as being drawn to a nonel ected invention. No

cl ai m has been cancel ed.

W REVERSE



Appeal No. 1999-2454 Page 3

Application No. 08/656, 106

BACKGROUND

The appellant's invention relates to an engi ne induction
system and nore particularly to an inproved fuel supply
arrangenent for supplying the fuel to the injectors of a
mul ti-cylinder engine (specification, page 1). A copy of the
cl ai ms under appeal is set forth in the appendix to the

appellant's brief.

Claims 1, 2, 6 to 13 and 17 to 19 stand rejected under
35 U.S.C. 8 112, second paragraph, as being indefinite for
failing to particularly point out and distinctly claimthe

subject matter which the appellant regards as the invention.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejection, we nmake reference to the second O fice action
(Paper No. 6, mailed Cctober 2, 1997) and the answer (Paper
No. 11, mailed January 12, 1999) for the exam ner's conplete
reasoni ng in support of the rejection, and to the brief (Paper

No. 10, filed Septenmber 22, 1998) and reply brief (Paper No.
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13, filed February 8, 1999) for the appellant's argunents

t her eagai nst .
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OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clainms, and to the respective positions articulated by the
appel l ant and the exam ner. As a consequence of our review,

we make the determ nations which foll ow

The second paragraph of 35 U.S.C. § 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In making this determ nation, the definiteness of the |anguage
enpl oyed in the clainms nust be anal yzed, not in a vacuum but
always in light of the teachings of the prior art and of the
particul ar application disclosure as it would be interpreted
by one possessing the ordinary |evel of skill in the pertinent

art. | d.

The exam ner's focus during exam nation of clains for

conpliance with the requirenent for definiteness of 35 U S. C
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8§ 112, second paragraph, is whether the clains neet the
threshold requirenents of clarity and precision, not whether
nmore suitabl e | anguage or nodes of expression are avail abl e.
Sonme latitude in the manner of expression and the aptness of
terms is permtted even though the claimlanguage is not as
preci se as the exam ner mght desire. |f the scope of the

i nvention sought to be patented can be determ ned fromthe

| anguage of the clains with a reasonabl e degree of certainty,
a rejection of the clains under 35 U S.C. 8§ 112, second

par agraph, is inappropriate.

Furthernore, appellants nay use functional |anguage,
alternative expressions, negative |limtations, or any style of
expression or format of claimwhich nakes cl ear the boundaries
of the subject matter for which protection is sought. As

noted by the Court in In re Swinehart, 439 F.2d 210, 160 USPQ

226 (CCPA 1971), a claimmay not be rejected solely because of
the type of | anguage used to define the subject matter for

whi ch patent protection is sought.

Wth this as background, we turn to the rejection under
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35 U.S.C. §8 112, second paragraph, made by the exam ner of the
clainms on appeal. Specifically, the exam ner stated (second
O fice action, page 2) that

t he exam ner has read claim1l several times and cannot
see how the rel ationship between the injectors and the
rails is defined enough to examne the claimlimtations.
For exanple, it sounds |ike each injector m ght be
sequentially operated, or the injectors m ght be

sequential only relative to one another. It is simlarly
vague how the plural conduits are attached to the
injectors. It is possible that each injector could be

connected to plural conduits.

Claim1l reads as foll ows:

An engi ne induction systemconprised of a plurality
of fuel injectors, neans for operating said fuel
injectors for spraying fuel therefromin sequence, and
means for delivering fuel froma source to said fuel
injectors conprised of at |east two separate fuel supply
conduits, each conduit being related to said fuel
injectors so that fuel is not supplied by any conduit to
two fuel injectors that inject adjacent to or
si mul t aneous wi th each ot her.

We find ourselves in agreenent with the position of the
appel lant (brief, pages 4-6, and reply brief, pages 1-2) that
the clains under appeal are definite, as required by the

second paragraph of 35 U S.C. §8 112, when read in light of the
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di sclosure.® 1In our view, claim1 defines the netes and
bounds thereof with a reasonabl e degree of precision and
particularity. That is all that is required by the second

paragraph of 35 U.S.C. § 112. See In re Venezia, 530 F.2d

956, 958, 189 USPQ 149, 151 (CCPA 1976). Furthernore, we note
that while claim1l nay be a very broad claint, breadth of a
claimis not to be equated with indefiniteness. See In re

Mller, 441 F.2d 689, 169 USPQ 597 (CCPA 1971).

3 The appellant states (reply brief, paragraph bridging
pages 1-2) that claim1l covers four fuel injectors nunbered 1
2, 3, 4 wherein injectors 1, 2 inject sinultaneously and
injectors 3, 4 inject simultaneously but sequentially to the
injection of injectors 1, 2. However, in our view, such an
operation of those injectors would not be consistent with the
claimed limtation of "each conduit being related to said fuel
injectors so that fuel is not supplied by any conduit to two
fuel injectors that inject adjacent to or sinultaneous with
each other” if the fuel for all four injectors were supplied
by only two fuel supply conduits. For exanple, if one fuel
conduit supplied fuel to injectors 1, 2, and the other fuel
conduit supplied fuel to injectors 3, 4, then the "not
si mul t aneous” aspect of the above-noted limtation would not
be net. Likewise, if one fuel conduit supplied fuel to
injectors 1, 3, and the other fuel conduit supplied fuel to
injectors 2, 4, then the "not adjacent to" aspect of the
above-noted limtation would not be net.

“ 1t appears to us that claim1l1l is readable on an engine
having two fuel injectors operated in sequence where each of
the two fuel injectors has its own separate fuel supply
condui t.
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For the reasons set forth above, the decision of the
examner to reject clains 1, 2, 6 to 13 and 17 to 19 under 35

U S C 8§ 112, second paragraph, is reversed.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 1, 2, 6 to 13 and 17 to 19 under 35 U . S.C. § 112,
second paragraph, is reversed.

REVERSED

| AN A. CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT

| RWN CHARLES COHEN APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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