The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1, 2, 7, 8 and 12, all of the clains

remaining in this application. dains 3 through 6 and 9
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t hrough 11 have been cancel ed.

Appellant’s invention relates to a toy, for exanple, a
flying disc or a toy golf club, having the ability to generate
bubbles in use. One enbodi nent of the invention (the flying
disc) is seen in Figures 1 through 3 of the application, while
the ot her enbodi nment (the golf club) is seen in Figures 5 and
6. Independent clains 1, 7 and 12 are representative of the
subject matter on appeal and a correct copy of those clains
can be found in the Appendix to appellant’s reply brief (Paper

No. 12, filed February 2, 1999).

The prior art references relied upon by the examner in

rejecting the appeal ed clains are:

Knerr et al. (Knerr) 3, 295, 248 Jan. 3, 1967
Rogahn 4,184, 284 Jan. 22, 1980
Sasse 4,541, 631 Sept. 17, 1985
Dani el ak et al. (Danielak) 5,102, 381 Apr . 7, 1992

As stated in the final rejection (Paper No. 7), clainms 1,
2, 7 and 8 stand rejected under 35 U S.C. 8 103(a) as being
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unpat ent abl e over Rogahn in view of Danielak; claim1l2 stands
rejected under 35 U. S.C. 8§ 103(a) as being unpatentabl e over
Knerr in view of Sasse; while clains 1, 2, 7 and 8
additionally stand rejected under the judicially created
doctrine of obviousness-type double patenting as being

unpat entable over clains 1 and 5 of U S. Patent No.

5, 620, 351.1

Rat her than attenpt to reiterate the examner's ful

Wil e the exam ner has not expressly repeated all of the
rejections applicable to the clains before us on appeal in the
exam ner’ s answer (Paper No. 11), it is clear froma review of
the final rejection, appellant’s brief (Paper No. 10) and the
totality of the exam ner’s answer (particularly section 6)
that the rejections as stated above are those that are before
us for consideration on appeal. More specifically, we note
that the rejection of clains 1, 2, 7 and 8 based on the
judicially created doctrine of obviousness-type double
patenting is still a valid rejection and is before us in this
appeal. W are at a loss to understand why all of the
applicable rejections were not repeated in the examner’s
answer. Normally, rejections of clainms which are not repeated
in the exam ner’s answer are considered to have been w t hdrawn
by the exam ner. See, for exanple, Ex parte Emm 118 USPQ 180
(Bd. App. 1957). 1In the present case, we note that
appellant’s statenent of the issues on appeal as set forth on
page 3 of the brief, with particular regard to the double
patenting rejection, in no way relieves the exam ner of the
obligation to expressly state in the exam ner’s answer exactly
what rejections are before the Board for review
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comentary with regard to the above-noted rejections and the
conflicting viewpoints advanced by the exam ner and appel | ant
regarding the rejections, we make reference to the final
rejection (Paper No. 7, mailed January 23, 1998) and the

exam ner's answer (Paper No. 11, mail ed Decenber 2, 1998) for
the reasoning in support of the rejections, and to appellant’s
brief (Paper No. 10, filed Septenber 23, 1998) and reply brief
(Paper No. 12, filed February 2, 1999) for the argunents

t her eagai nst.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to appellant’s specification and cl ai s,
to the applied prior art references, and to the respective
positions articul ated by appellant and the examner. As a
consequence of our review, we have nmade the determ nations

whi ch foll ow

Looki ng at page 3 of the brief, we note that appellant
has indicated with regard to the rejection of clainms 1, 2, 7
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and 8 based on obvi ousness-type double patenting that a
termnal disclaimer will be filed once all other grounds of
rejection have been resolved. Gven that no such term na

di scl ai mer has been filed by appellant and no argunment made
wWth respect to this ground of rejection, we summarily sustain
the examner’s rejection of clains 1, 2, 7 and 8 based on

obvi ousness-type doubl e patenting.
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Regarding the examner’s rejection of clains 1, 2, 7 and
8 under 35 U. S.C. § 103(a) based on the combi ned teachi ngs of
Rogahn and Dani el ak, we note that Rogahn di scloses a flying
toy of the saucer type having a flat or donmed plate-Iike body
(10) with a plurality of apertures (19) extending
t heret hrough. A reservoir (e.g., 32) which holds bubble
formng solution (33) is positioned at the center of the body
(10) and is designed so that the bubble formng solution is
rel eased fromthe reservoir during and as a result of flight,
with the solution then being spread quickly over the upper
surface (13) of body (10) and formng a filmover the ends
(34) of apertures (19), thereby allowi ng the formation of
bubbl es when air passes through the apertures and the fil m of
bubbl e produci ng solution. Danielak discloses a bubble
produci ng junp rope that includes reservoirs in the holl ow
handl es (17) and bubbl e producing diffusors (15) connected
adj acent thereto by flexible tubes (21). Each diffusor
consists of a pair of coaxial cylindrical tubes (27, 29)
havi ng openings (31) provided therein. An annul ar space (30)
i s defined between the tubes and receives the bubbl e producing
solution fromthe reservoir during use so that a filmof the
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sol ution spreads across the openings (31) and allows the
formati on of bubbl es when air noves through the openings.
According to the examner, it woul d have been obvious to one
of ordinary skill in the art to have provided a Rogahn disc

wi th dual apertured |ayers as taught by Danielak, “in order to
make the maxi mum use of the bubble fluid by causing nost to be
used in bubbles with little being spun off or allowed to dry

before use” (answer, pages 3-4).

Li ke appellant (brief, pages 4-6), absent know edge of
appel l ant’ s invention, we see nothing in Rogahn and Dani el ak
whi ch woul d have suggested their conbination in the manner
urged by the examner. In our opinion, the exam ner has used
i mper m ssi bl e hindsi ght derived from appellant’s own teachings
to reconstruct the flying toy of Rogahn based on concepts
found in the junp rope of Danielak so as to result in a
structure which is responsive to that set forth in clains 1,
2, 7 and 8 on appeal. Moreover, the exam ner has hypot hesi zed
concerning certain advantages to be derived in the flying toy
of Rogahn by maki ng the proposed nodifications therein,

W t hout any teaching or suggestion of any such advantages in
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the prior art relied upon. Since we have determ ned that the

t eachi ngs and suggestions found in Rogahn and Dani el ak woul d
not have made the subject matter as a whole of clainms 1, 2, 7
and 8 on appeal obvious to one of ordinary skill in the art at
the time of appellant’s invention, we nust refuse to sustain
the exam ner’s rejection of those clains under 35 U S.C. 8§

103(a).

Looki ng next to the exam ner’s rejection of independent
claim 12 under 35 U S.C. § 103 based on Knerr and Sasse, we
are in total agreenent with the appellant’s position as set
forth in the brief (pages 3-4) and reply brief (pages 6-8)
regardi ng the hindsight nature of the exam ner’s proposed
nodi fication of the sinple bubble paddle of Knerr in view of
the shiftable weight golf club of Sasse. Thus, the exam ner’s
rejection of claim12 under 35 U.S.C. §8 103(a) will not be

sust ai ned.

In view of the foregoing, the exam ner's decision
rejecting clains 1, 2, 7, 8 and 12 of the present application

under
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35 U.S.C. §8 103(a) is reversed. However, the decision to
reject claims 1, 2, 7 and 8 under the judicially created
doctrine of obviousness-type double patenting as being
unpatentable over clains 1 and 5 of U S. Patent No. 5,620, 351
is affirmed. Accordingly, the decision of the examner is

affirmed-in-part.

No period For taking any subsequent action in connection

with this appeal may be extended under 37 CF. R 8§ 1.136(a).

AFFI RVED- | N- PART
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