The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 94, 95, 104 and 140. dains 96, 97, 102,
103, 105 through 113, 130 and 131, the only other clains still

pending in this application, stand allowed."*

1 1t does not appear that the nunbering of the clains in
this application is in accordance with the requirenents of 37
CFR
8§ 1.126. We leave it to appellants and the exam ner to treat
this issue in any further prosecution of the application. For
pur poses of this appeal, we will refer to the clains on appeal

(conti nued. .
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Appel lants' invention relates to a nethod for permanently
closing a septal defect in a body, such as in the human heart.
| ndependent claim 140 is representative of the subject matter
on appeal and a copy of that claim as reproduced fromthe

Appendi x to appellants' brief, is appended to this decision.

The sole prior art reference of record relied upon by the
exam ner is:
Kam ya et al. (Kam ya) 5,192, 301 Mar. 9,

1993

Clainms 94, 95, 104 and 140 stand rejected under 35 U. S. C

8§ 102(b) as being anticipated by Kanm ya.

}(...continued)
by their current nunbers. |In addition, we note that
notwi t hstandi ng the exam ner’s apparent verification of the
continuing data information on the face of the file, it does
not appear that this application is a division of S. N
08/ 323,824, filed 10/17/94 as the fil ewapper currently shows.
It would seemthat the correct information is that the present
application is a division of
S.N. 08/383,824, filed 02/06/95. This issue should |ikew se
be addressed by the exam ner and appell ants during any further
prosecution.
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and appell ants regardi ng the above-noted
rejection, we refer to the exam ner's answer (Paper No. 15,
mai | ed February 11, 1999) and to appellants' brief (Paper No.
14, filed Novenber 23, 1998) and reply brief (Paper No. 16,

filed March 19, 1999) for a full exposition thereof.
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CPI NI ON
At the outset, we observe that appellants, on page 6 of
their brief, have indicated that clainms 94, 95 104 and 140
stand or fall together. Thus, in accordance with 37 CFR 8§
1.192(c)(7), we have selected claim 140 as being
representative of appellants' claimgrouping and will decide

this appeal on the basis of that claim alone.

Having carefully reviewed the anticipation issue raised
in this appeal in light of the record before us, we have cone
to the conclusion that the exam ner's rejection of the
appeal ed clainms under 35 U.S.C. §8 102(b) will be sustai ned.

Qur reasoning in support of this determnation follows.

Representative claim 140 sets forth a nmethod for
permanently closing a septal defect in a body, which nethod
conprises the steps of: introducing a septal defect closure
device into a body and advancing the device to an area of a
septal defect; orienting the septal defect closure device
wi thin the septal defect; and curing or hardening the septal
defect closure device in situ; whereby the septal defect
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cl osure device remains, permanently plugging the defect. On
page 8 the their brief, appellants urge that the tenperature
dependent change of shape of the shape nenory pol yner of

Kam ya is not curing, and that Kam ya "nakes no discl osure,
suggestion or teaching of curing and hardening a plug of

polymeric material in situ,” as set forth in the clains on

appeal .

Li ke the exam ner, we note that Kam ya discloses (col. 3,
lines 41-48 and col. 7, lines 34-60) an article and nethod for
permanently closing a septal defect in a body. |In pertinent
part, that disclosure indicates that subsequent to the tine
the septal defect closure device or closing plug is recovered
to its original shape within the septal defect (i.e.,
undergoes its shape nmenory transition), it is cooled by the
body tenperature and "l oses its rubbery flexibility and is
fixed to the body as a hard nenber having high strength” (col.
3, lines 45-48) or "beconmes gradually a hard material that
fits well to the defect” (col. 7, lines 58-60). Thus, it

appears clear that the closing plug in this enbodi nent of
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Kamya is hardened in situ and is to remain in place

permanently closing the defect.

An anticipation under 35 U S.C. §8 102(b) is established
when a single prior art reference discloses, either expressly
or under principles of inherency, each and every el enent or

limtation of a clained invention. See In re Schreiber, 128

F.3d 1473, 1477, 44 USPQ2d 1429, 1431 (Fed. G r. 1997) and

RCA Corp. v. Applied Digital Data Systens, Inc., 730 F.2d

1440, 1444, 221 USPQ 385, 388 (Fed. G r. 1984). However, we
observe that the |law of anticipation does not require that the
reference teach what the appellant has discl osed but only that
the clains on appeal "read on" sonething disclosed in the
reference, i.e., all limtations of the claimare found in the

reference. See Kalman v. Kinberly dark Corp., 713 F.2d 760,

772, 218 USPQ 781, 789 (Fed. G r. 1983). Since representative
cl ai m 140 on appeal uses the alternative |anguage "curing or
har deni ng" (enphasis ours), it is our conclusion that

appel lants' claim 140 on appeal is clearly readable on the
method in Kamya, at |least as to the enbodi nent of Kam ya
where the closing plug is formed of a shape nmenory pol yneric
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mat eri al designed to have a shape nenory recovery tenperature
that is higher than body tenperature and wherein the plug,
subsequent to recovering its original shape, hardens froma
rubbery state to a hard nmenber or material having a high

st rengt h.

Regardl ess of whether or not Kam ya teaches "curing," a
poi nt not factually or technically well devel oped by either
t he exam ner or appellants, we find that it clearly does teach
a nmet hod i nvol ving hardening of the defect closure device or
closing plug in situ so as to all ow permanent plugging of the
defect, and consequently anticipates appellants' claim 140 on
appeal . Appellants' argunent (brief, page 8) that Kam ya does
not di sclose or teach "curing and hardening a plug" (enphasis
ours), is of no nonent, since this is not what is required by
cl aim 140 on appeal. Moreover, we observe that there is no
requirenent in claim140 on appeal that the hardening of the
pl ug nmust take place as a result of a chem cal change in the
pl ug, as appears to be urged by appellants on page 9 of their

brief.
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Havi ng consi dered the evidence provided by the teachings
in Kam ya and the argunents of appellants and the exani ner,
for the reasons stated above, we will sustain the exam ner's
rejection of appellants' representative claim 140 under 35
US C 8§ 102(b). Gven appellants' grouping of the clains
(brief, page 6), we also sustain the standing 8§ 102(b)
rejection of independent claim94 and clains 95 and 104 which
depend therefrom since those clains fall wth independent

cl ai m 140.
In summary: the decision of the examner to reject clains
94, 95, 104 and 140 under 35 U.S.C. 8§ 102(b) based on Kam ya

is affirned.

No period for taking any subsequent action in connection

with this appeal nay be extended under 37 CFR § 1.136(a).

AFFI RVED
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daim

140. A method for permanently closing a septal defect in
a body, which conprises the steps of:

i ntroduci ng a septal defect closure device into a body
and advancing the septal defect closure device to an area of a
septal defect;

orienting the septal defect closure device within the
septal defect; and

curing or hardening the septal defect closure device in
situ;

whereby the septal defect closure device renains,
permanent |y pluggi ng the defect.
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AFFIRMED
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