TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.

Paper 22

Filed by: Merits Panel
Box I nterference
Washi ngton, D.C. 20231
Tel: 703-308-9797
Fax: 703-305-0942

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

JOHAN A. HAM LTON and PRUDENCE H. HARI

Juni or Party,
(Patent 5,236, 705),

V.

FRANK LEE, TAKASH YOKOTA, KEN-ICH ARAI,
TI MOTHY MOSMANN and DONNA RENNI CK

Seni or Party
(Application 08/466, 543).

Patent Interference No. 104, 250

Bef or e: McKELVEY, Senior Adm nistrative Patent Judge,
and SCHAFER and LEE, Adninistrative Patent Judges.

McKELVEY, Senior Adm nistrative Patent Judge.

JUDGMVENT PURSUANT TO 37 CFR § 1.640



Upon consi deration of the fact that the junior party has
failed to tinely file a prelimnary statenent as required by
t he MEMORANDUM OPI NI ON AND ORDER entered 15 Decenber 1998, it
IS
ORDERED t hat judgnent on priority as to Count 1, the
sole count in the interference, is awarded agai nst junior

party JOHN A. HAM LTON and PRUDENCE H. HARI

FURTHER ORDERED t hat judgment on priority as to
Count 1 is awarded in favor of senior party FRANK LEE, TAKASHI

YOKOTA, KEN-1CH ARAI, TIMOTHY MOSMANN and DONNA RENNI CK.

FURTHER ORDERED t hat, on the record before the Board
of Patent Appeals and Interferences, senior party FRANK LEE
TAKASH YOKOTA, KEN-1CH ARAI, TIMOTHY MOSMANN and DONNA
RENNICK is entitled to a patent containing clainms 29, 31-34,
37-39 and 42 (corresponding to Count 1) of application

08/ 466,543, filed 6 June 1995.

FURTHER ORDERED t hat junior party JOHN AL HAM LTON
and PRUDENCE H. HARI is not entitled to a patent containing
claims 1-6 (corresponding to Count 1) of U S. Patent
5, 236, 705, grant ed August 17, 1993, based on application

07/ 720,868, filed 18 Septenber 1991.



FURTHER ORDERED t hat the prelimnary statenent
(Paper 19) filed by the senior party shall be returned

unopened to counsel for the senior party.

FURTHER ORDERED that if there is a settl enent
agreenent, attention is directed to 35 U S.C § 135(c) and

37 CFR 8§ 1.661.

JAVESON LEE
Adm ni strative Patent Judge

FRED E. McKELVEY, Seni or )
Adm ni strative Patent Judge )
)
)
)
Rl CHARD E. SCHAFER ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)



cc (via First Class Mail):

Attorney for Ham | ton
(real party in interest
The University of Mel bourne):

Lead:

R. Danny Hunti ngton, Esg.

BURNS, DOANE, SWECKER & MATHI' S, L.L.P.
P. 0. Box 1404

Al exandria, VA 22313-1404

Fed Ex:

R Danny Huntington, Esg.

BURNS, DOANE, SWECKER & MATHI' S, L.L.P.
1737 King Street, Suite 500

Al exandria, VA 22314

Tel : 703-836- 6620

Fax: 703-836- 2021
E-mail: dannyh@ur nsdoane. com
Backup:

Walter H Dreger, Esg.

FLEHR, HOHBACH, TEST, ALBRI TTON & HERBERT, L.L.P.
Four Enbarcadero Cir.

Suite 3400

San Francisco, CA 94111-4187

Tel : 415-781-1989
Fax: 415- 398- 3249

Attorney for Lee--with prelimnary statenent (Paper 19)
(real party in interest
Schering Corporation):

| mmac J. Thanpoe, Esg.

Cynthia L. Foul ke, Esq.

Pat ent Departnent, K-6-1, 1990
SCHERI NG PLOUGH CORPORATI ON
2000 Galloping H Il Road

Keni lworth, NJ 07033



Tel : 908- 298- 5061

Fax: 908- 298- 5388
E-mail: I mmac. t hanpeo@pcor p. com
E-mail: cynt hi a. foul ke@pcorp. com



