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JUDGVENT UNDER 37 CFR § 1.662(a)

A First conference cal



A first tel ephone conference call was held on 10 Novenber
1999, at approximately 9:00 a.m (0900 hours Eastern Tine),
i nvol vi ng:
(1) Austin R Mller, Esq., counsel for Katou (real
party in interest Toray Industries, Inc.);
(2) Arthur L. Liberman, Esq., counsel for Bel ko
(real party in interest International Flavors &
Fragrances, Inc); and
(3) Fred E. McKelvey, Senior Adm nistrative Patent

Judge.

B. Di scussion--first conference cal

The first conference call was placed by the parties to
informthe board that a prior art reference has been
di scovered whi ch descri bes a conmpound which anticipates the
clainms corresponding to Count 1 of the interference. The
prior art reference is "Chem cal Substances" I|Inventory of
| ndustrial Safety and Health Law, published by The Chem cal
Daily Co., Ltd. (Japan), page 863 (1994).

Following the first conference call, a draft final order

was faxed to the parties for comment.

C. Second conference cal



A second tel ephone conference call was held on 16
Novenber 1999, at approximately 1:30 p.m (1330 hours Eastern
Time), involving:

(1) Austin R Mller, Esq., counsel for Katou (real
party in interest Toray Industries, Inc.);

(2) Arthur L. Liberman, Esq., counsel for Bel ko
(real party in interest International Flavors &
Fragrances, Inc); and

(3) Fred E. McKelvey, Senior Adm nistrative Patent

Judge.
D. Di scussi on--second conference cal
During the second conference call, the parties advised

that the draft order was acceptable. Accordingly, a judgnment

consistent with the draft order will be entered.

E. Count
Count 1 reads as foll ows:
Count 1
A conpound according to claim 1l of Bel ko,
or
a conmpound according to clainms 11, 20 or 25 of

Kat ou.



F. Clains of the parties
The clains of the parties are:

Kat ou: 11-28
Bel ko: 1-6

The clains of the parties which correspond to Count 1

are:
Kat ou: 11-16, 20 and 25-28
Bel ko: 1
The clains of the parties which do not correspond to
Count 1 are:
Kat ou: 17-19 and 21-24
Bel ko: 2-6
G The prior art reference
The prior art reference describes a conpound having the
formul a:

LA

The prior art reference anticipates Bel ko claim1 and

Katou clains 11-16, 20 and 25-28. All of these clains have



been designated as corresponding to Count 1. The reason the
prior art reference anticipates Katou clains 11-16, 20 and 25-
28 is because it describes a conmpound having the fornmula of
Katou claim 11 and Katou claim 19 wherein n is 10. The
ref erence does not purport to describe any conpound having a
val ue other than n is 10.

The parties have agreed that a judgnent should be entered
agai nst both parties. Counsel for Katou agreed that a
judgnent has to be entered with prejudice as to all clains
(because those cl aims cover conpounds wherein n is 10).
Counsel for Katou believes, however, that a plausible argunent
can be made that conpounds wherein n is 9 or |ess and
conpounds wherein n is 11 or nore are patentably distinct from
conmpounds wherein n is 10. On that basis, counsel for Katou
requested entry of a judgnent with prejudice as to conpounds
wherein n is 10, but w thout prejudice to conpounds wherein n
is 9or less or nis 11 or nore. In light of the fact that
Bel ko and the prior art reference describe only a conpound
wherein n is 10 and the utility of the Bel ko conmpound and the
Kat ou compounds are entirely different, an opportunity shoul d
be provided to Katou to establish before the primary exam ner
the separate patentability of conpounds wherein nis 9 or |ess

and conpounds wherein n is 11 or nore. Counsel for Bel ko has



no objection to entry of a judgnent in the form suggested by

counsel for Katou.

H. O der

Upon consi deration of the record, including the prior art
reference, the count, the clains designated as corresponding
to the count and the discussion during the conference calls,
it is

ORDERED t hat senior party Robert P. Bel ko is not
entitled to a patent containing claim1 (corresponding to
Count 1) of U S. Patent 5,693,828, granted 2 Decenber 1997,
based on application 08/647,248, filed 9 May 1996.

FURTHER ORDERED t hat junior party Tetsuya Katou,

Go Hata, Takeaki Etoh, and Nobuhiko Ito is not entitled to a
patent containing clains 11-16, 20 and 25-28 (corresponding to
Count 1) of Application 09/103, 324, filed 23 June 1998.

FURTHER ORDERED t hat judgnment is entered with
prejudice as to Bel ko claim1.

FURTHER ORDERED t hat judgnment is entered with
prejudice as to Katou clains 11-16, 20 and 25-28 as presently
wor ded, but w thout prejudice to further prosecution before
the primary exam ner to establish the separate patentability

of clainms to conmpounds having the forrmula set out in Katou



claim 11 and conpounds having the fornmula set out in Katou
claim19 wherein n is an integer other than 10.

FURTHER ORDERED that nothing in this JUDGVENT UNDER
37 CFR 8 1.662(a) should be construed as expressing an opinion
on the patentability of clainms to conpounds having the fornula
set out in Katou claim 11 and conpounds having the fornula set
out in Katou claim19 wherein nis an integer other than 10
over either Belko or the prior art reference.

FURTHER ORDERED t hat should further prosecution by
Katou result in an appeal to the board, Katou shall identify

this interference as a rel ated case.
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cc (via First Class Mail):

Attorney for Katou
(real party in interest
Toray Industries, Inc.):

Patrick J. Farley, Esq.

Austin R MIller, Esq.

SCHNADER, HARRI SON, SEGAL & LEW S
1600 Market Street

36t h Fl oor

Phi | adel phia, PA 19103-7286

Tel : 215-563-1810
Fax: 215-568- 6949
E-mail : None

Attorney for Bel ko
(real party in interest

I nternational Flavors & Fragrances, Inc):

Arthur L. Liberman, Esq.
Robert G Wil acher, Esq.
Law Depart nent

10t h Fl oor

| NTERNATI ONAL FLAVORS & FRAGRANCES | NC.

521 West 57th Street
New Yor k, NY 10019

Tel : 212-708-7294
Fax: 212-708- 7253
E-mail: art.liberman@ff.com



