The opinion in support of the decision being entered today was not witten
for publication and is not binding precedent of the Board.
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REQUEST FOR REHEARI NG

This is a decision on appellants’ request for rehearing
of our earlier decision entered May 29, 2001, wherein we
affirnmed the examner’s rejections of the appeal ed cl ai ns
under 35 U.S. C
8§ 103. This decision is rendered subsequent to the ora
hearing dated July 12, 2001 consistent with appellants’

request in the Request for Rehearing dated June 15, 2001.



Appeal No. 1997-4283
Application No. 08/342,695

We have carefully considered the argunents raised by
appel lants in the Request for Rehearing. However, we are not
per suaded by those argunents to alter our earlier decision
entered May 29, 2001.

Initially, we note that appellants argue that we
over | ooked dependent clains 2 and 3 which were separately
argued at page 8, lines 3-10, of the Brief. See the Request
for Rehearing, page 2. However, we are not persuaded that
those clains are separately patentable over the applied prior
art. As indicated in our earlier decision, appellants have
not timely challenged the exam ner’s determ nation that
“[a] ppel |l ants do not provide reasons why each appeal ed cl ai m
i's considered separately patentable [over the applied prior
art]." See, e.g., Reply Brief. Thus, we determ ne that the
patentability of those clains stands or falls together with
the patentability of claim13.

Even were we to consider those clains separately, our
conclusion wll not be changed. As acknow edged by appel |l ants
(Brief, page 5), the applied prior art references, nanely
Kur of uchi and Yonezawa, teach enploying |less than or equal to
5000 ppm strontiumor |ess than or equal to 150 ppm strontium
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which are all inclusive of the amount of strontiumrecited in
claim2. Mreover, the applied prior art references, nanely
Lat kowski, Kurofuchi and Yonezawa, teach enpl oyi ng the anpbunt
of zirconiumrecited in claim3. Thus, it would have been
prima facie obvious to enpl oy workabl e or optinmum proportions
of strontium and/or zirconiumin the alum num all oy descri bed
or suggested in the applied prior art. See In re Ml agari,
499 F.2d 1297, 1303, 182 USPQ 549, 553 (CCPA 1974).

Appel I ants al so argue that we overl ooked the sufficiency
of the Koch declaration in rebutting the prim facie cases
establ i shed by the exam ner. However, we are not persuaded of
any error on our part for the reasons set forth at pages 5 and
6 of our earlier decision. W find that appellants have not
evinced either directly or indirectly that the clained entire
concentration ranges of Magnesi um and Manganese are shown to
be critical. See In re Cenens, 622 F.2d 1029, 1035, 206 USPQ
289, 296 (CCPA 1980). Nor have appellants evinced that the
showing limted to a single alum num alloy having specific
proportions of silicon, nmagnesi um nanganese, strontium

al um num iron, copper, zinc and titaniumis sufficient to
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support the nyriad of alloys covered by the appeal ed cl ai ns.
Cl enens, 622 F.2d at 1035, 206 USPQ at 296. Appellants have
not denonstrated that the unexpected inprovenents attributable
to the alloy tested in the Koch declaration are attributable
to those clainmed alloys containing either no or only sone of
strontium iron, copper, zinc, titaniumand zirconium The
need for a broader and nore representative showing i s even
nore conpelling in view of appellants’ own argunent regarding
the effect of the presence of certain proportions of certain
al | oy conponents, such as zirconiumand strontium in the
clainmed alloy. See Brief, page 8.

In view of the foregoing, appellants’ request for
rehearing is granted to the extent of reconsidering our
earlier decision entered May 29, 2001, but is denied with

respect to maki ng any changes thereto.
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No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

REQUEST FOR REHEARI NG DENI ED

CHUNG K. PAK
Adm ni strative Patent Judge

CHARLES F. WARREN
Adm ni strative Patent Judge

JEFREY T. SM TH
Adm ni strative Patent Judge
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